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[ } ] On 31 /.LJf-jUst 2 0 1 / I macb the fc-!!ov-/:iICJ oici .;. 

" 1 . Cbh i r , 17, 1'8, and 19 of SA Patent No 2002/2337 (the patent) are valid and 

were infringed by the 'MTN Money Banking' until the 'on/off functionality was 

disabled on 13 January 2012; 

2. The defendants' counterclaim is granted and the patent is revoked, subject to paragraph 

3 below; 

3. The revocation order granted in paragraph 2 above is provisional. It will become fully 

operative in respect of the patent if the patentee does not within one month file a notice 

of an application to amend the patent, or having filed such application, the patentee 

withdraws it. If an application for amendment is made and not withdrawn, it shall be 

decided at the hearing of such application whether or not the revocation order is to be 

put in into operation. 

4. The defendants are ordered to pay the plaintiff's costs in respect of the infringed claims 

set out in paragraph 1 above, such costs to include those consequent upon employment 

of three counsel, to be paid by the first, second and third defendants, jointly and 

severally, the one paying the others to be absolved. 

5 The plaintiff is ordered to pay the defendants' costs in respect of the counterclaim, such 

costs to include those consequent upon employment of two counsel, respectively in the 

case of the first defendant on the one hand, and the second and third defendants on the 

other.' 

[2] I under took to furnish reasons at a later s tage for the order. The fol lowing are the 

reasons. 



['•'»] This is pn iun l infr incierm.n! act ion b iough t in t< m is of 65 of the p f.;tenLs Act, 57 

of 1978 (the Act) , it concerns the validity and a l leged in f r ingement of Sou th Afr ican 

Patent Number 2 0 0 2 / 2 3 3 7 in respect of an invent ion tit led 'Transact ion Author iza t ion 

Sys tem' (the patent) . T h e plaintiff, a dormant company , is the proprietor of the patent by 

virtue of an ass ignment wh i ch was registered on 30 Augus t 2006 .The prior i ty da te of the 

patent is 26 March 2 0 0 1 . 

[4] The first defendant (S tandard Bank) is a leading South Af r ican bank ing inst i tut ion. 

The second defendant (MTN) is the holding c o m p a n y of one of Afr ica 's lead ing cel lular 

phone networks. T h e third defendant is a who l l y -owned subsid iary of M T N Mobi le 

Money Hold ings (Pty) L td , wh ich in turn is a jo int venture be tween S tandard Bank and 

Mobi le Te lephone Ne tworks Holdings Ltd. The latter is a subsidiary of M T N . 

Overview of the patent 

[5] T h e invent ion seeks to curb the unauthor ized use of bank account deta i ls , where 

such detai ls are used to conduct i l legal t ransact ions wi thout the author isa t ion of an 

account holder. T h e ob jec t of the patent is sa id to be an added author iza t ion to the 

convent ional bank author iza t ion, in terms of wh ich the user of the bank card may 

'enable' and 'd isable ' the bank account assoc ia ted wi th the card, and only au thor ize the 

t ransact ion if the accoun t is des ignated as 'enab led ' . 



[6] The invention relates to data p rocess ing , more pa. t icu lar ly , to a transact ion 

author isat ion sys tem, to a compu te r p rogram on a carr ier for caus ing a computer to 

execute t ransact ion author isat ions, and to a me thod of author is ing a t ransact ion. The 

unauthor ized t ransact ions are sa id to be part icular ly preva lent in light of internet-based 

t ransact ions or other t ransact ions whe re a physical s ignature is not required or possible, 

such as those init iated by personal compute rs , mobi le phones , handhe ld computers etc. 

where only the bank account detai ls , such as a credit or debi t card number, are required 

to author ize a t ransact ion. Once such detai ls are acqu i red in one way or the other, they 

can be used illegally for any t ransact ion not requir ing a phys ica l s ignature. 

The conventional authorization method 

[7] It is stated in the speci f icat ion that convent ional ly , w h e n a t ransact ion is per formed 

using a bank account in wh ich the account holder pu rchases goods f rom a merchant , 

the merchant checks for author izat ion f rom an author izat ion inst i tut ion or facility 

respons ib le for the account , before comple t ing the t ransact ion . The author izat ion 

inst i tut ion is typical ly in the form of a bank (e.g the acqui r ing bank, the bank that 

manages the merchant 's account , the card- issu ing bank that manages the account 

holder 's bank account or credit card account ) , credit card assoc ia t ions and clear ing 

houses (such as V i s a ™ , Master Card I n t e r n a t i o n a l , M or Amer i can E x p r e s s ™ , or in 

addi t ion, the merchant itself, or any other author ised inst i tut ion or facility. The 



s u i h o n ' A ' l i o n institution then author izes the t ransact ion basud on the c i c d i i limit or 

avai lable funds or other d;ita or rules assoc ia ted with the bank account . 

The invention claimed 

[8] T h e invention is said to be an a d d e d author izat ion process in that over and above 

all of these processes men t ioned above , the author iz ing inst i tut ion, us ing the invent ion, 

may access and/or in terrogate the account s tatus da tabase to de te rmine the status of 

the bank account, and only au thor i ze the t ransact ion if the accoun t is des ignated as 

'enab led ' . Thus, even if there are suff ic ient funds in the accoun t , the transact ion or 

request f rom a merchant is only a l l owed or author ized if the account has been 'enabled' . 

[9] In te rms of the invent ion, the status altering facility may be conf igured to allow an 

account holder to speci fy that the accoun t is to change s ta tus once a pre-selected 

condi t ion has been met. That p re-cond i t ion may either be: 

(a) a speci f ied t ime interval dur ing which the bank account wi l l be des ignated as 

'enab led ' or 'd isabled ' . A s an examp le , a card holder may enab le his or her 

account for prese lec ted t ime interval of, say 10 minutes , Vz hour etc to effect a 

t ransact ion, whereaf te r the accoun t may automat ical ly revert to 'd isab led ' status; 

(b) a predetermined event , w h e r e for example , an account may be conf igured to 

a l low for one t ransact ion only, wherea f te r the account wi l l revert to its disabled 

status, or 



(c) an amoun t fa; wh ich VWJ c I C C O L J I i t h c l d u / in tends to des ignate the r e c o u n t as 

enab led. 

[10] The comple te speci f icat ion of the invent ion has 25 c la ims, and it is descr ibed by 

way of examp les and with reference to accompany ing d iagrams. 

[11] The compla in t by the plaintiff against the de fendants is that the de fendan ts have 

infr inged c la ims 17, 18, 19, 20 , 23 and 25 through the provis ion by 'MTN Bank ing ' of the 

'MTN Mobi le M o n e y Sys tem ' , in part icular the 'on/off ' and the 'author ised ' funct ion which 

at taches to the internet t ransact ions. In support of its a l legat ions of in f r ingement the 

plaintiff rel ies o n ; (i) the 'Mobi le Money Accoun t Te rms and Condi t ions as i l lustrated on 

the 'MTN Bank ing w e b p a g e ' ; (ii) a t ransact ion per fo rmed by Mr. Chr is to Nel ; 

(iii) sc reenshots f rom the MTN Banking webs i te ; and (iv) the M T N Bank ing training 

manua l . 

[12] Initially the plaint i f f sough t an interdict rest ra in ing the de fendan ts f r om infr inging 

the c la ims of the patent a l leged to be in f r inged, name ly c la ims 17, 17, 19, 20 , 23 and 

25. It a lso sough t an enqui ry into damages and costs . The plaintiff a l leges that the 

(al legedly) infr inging conduc t of the de fendants has caused , and is still caus ing it 

damages , wh ich it is unab le to quanti fy, a l ternat ively that the plaintiff is ent i t led to a 

reasonable royalty in t e rms of the provis ions of s 65(6) of the Act . The de fendan ts deny 

these al legat ions and asser t (hat the ' funct ional i ty ' on wh ich the plaintiff had rel ied was 

disabled on 13 January 2 0 1 2 . 



[13| "I he d e f e n d a n t admit; a i inexura 'B ' to the p la in t i f f s part iculars of c laim to be a 

copy of the Mobi le Money Account Terms and Cond i t ions , and tha i annexures ' C T to 

'C17' are cop ies of the screenshots f rom the M T N Bank ing t ra in ing Manua l . However , 

they deny that they have infr inged any of the c la ims of the patent, and seek the 

d ismissal of the p la in t i f fs c la ims. In addi t ion the de fendants counterc la im for the 

revocat ion of the patent on the basis that it is inval id and l iable to be revoked in te rms of 

s 61 (1) (c) of the Act, on the ground that the invent ion concerned was not pa tentab le in 

te rms of s 25 of the Act , in that: (i) it was not new; (ii) it did not involve an invent ive step; 

(iii) it inc ludes an ' invent ion ' which consis ts of a s c h e m e , rule or method for doing 

business; and (iv) it inc ludes an ' invent ion ' wh ich cons is ts of a program for a computer . 

[14] In suppor t of their attack on the validity of the patent based on g rounds of lack of 

novelty and obv iousness the defendants rely on four pr ior art documents , namely ; 

{a} US Patent No. 5 ,513.250 dated 30 Apr i l 1996 ( 'McAll ister '} ; 

(b) US Patent No. 5 ,649,117 dated 15 July 1997 ( 'Landry ' ) ; 

(c) US Patent No. 5, 826 ,241 dated 20 October 1998 ( 'Stein'); and 

(d) US Patent No 6, 052 ,675 dated 19 Apr i l 2000 ( 'Checchio ' ) 

The c la ims 



[1 bj In W i I . L O U sur.uriission.v- fi led on i ie l ia l i of Ihe plaintiff, and conf i rmed o; ally f rom the 

bar dur ing c l u i n g argument , I w a s in formed that for the pu rposes of infr ingement the 

plaintiff wou ld rely only on c la ims 17, 18 and 19. These are method c la ims. Cla im 17 is 

a 'substant ive ' c laim whi lst c la ims 18 and 19 are 'dependent ' c la ims, in the sense that 

they are dependent on c la im 17 in that they incorporate all of the integers of claim 17 

but are l imited by further integers. C la im 17 is s ta ted as fo l lows: 

(a) A method of author iz ing a t ransac t ion , 

(b) the method including select ively des ignat ing a bank accoun t status as 

enab led or d isabled, on the inst ruct ion of an account ho lder issued f rom a 

remote device; 

(c) thereby to select ively t ransac t ions per formed using the bank account ; 

(d) and recording the status of the bank account in an accoun t status database. 

[16] C la im 18 includes addi t iona l integers wh ich require that the method includes 

interrogat ing the account s tatus da tabase dur ing a t ransact ion involving the bank 

account to determine the status of the bank account and author is ing the transact ion if 

the account is des ignated as e n a b l e d . Cla im 19 inc ludes an addi t ional integer which 

requires that the method inc ludes authent icat ing the identi ty of the bank account holder 

before permit t ing the status of the bank account to be c h a n g e d . 

The ev idence 

[17] Four wi tnesses test i f ied. They are Dr .Wol f ram Johannes Bernd Roiners 

(Dr RoindeiG), Mr.Chr istof ie l Paul Nel (Mr. Nel), Mr Ivan Za tkov ich , who all testified on 

http://sur.uriission.v-


behal f of tliL-i plaioiif;. !v- L J I I K B i n y n s o (Mi . l i ruyr ise) was the oi. 'y wi tness called on 

behal f of the defendants Both Mi Zatcov ich and Mf Bruynse we re cal led as e x p e i U on 

behal f of the respect ive adversar ies . What fo l lows is a s u m m a r y of each witness' 

ev idence . 

Dr Reiners 

[18] He is one of the three inventors of the patent. His ev idence was for background 

purposes with regard to the patent itself, the d raw ing and fi l ing of the patent 

speci f icat ion, and at tempts to commerc ia l i se the invent ion. Initially the inventors sought 

to commerc ia l ise the patent th rough a company cal led E intact (Pty) Ltd. Ult imately the 

inventors ass igned the invent ion to the plaintiff company H e test i f ied that he 

approached Standard Bank w i th the possibi l i ty of explo i t ing the invent ion. He had 

approx imate ly 30 meet ings wi th var ious representat ives of S tandard Bank over a period 

of t ime from March 2001 to 2 0 0 2 . 

[19] After having made presenta t ions to its off icials, S tandard Bank expressed interest 

in the invent ion and requested to be issued with exclusiv i ty r ights among the top four 

banks in the country, wh ich they did. T h e plaintiff also issued a Request for Information 

(RFl) to Standard Bank, at the lat ter 's invi tat ion, for the supp ly of an Electronic 

Payments System - Mul t i -channel v ir tual payments env i ronment . S tandard Bank never 

rever ted to h im. On 10 Augus t 2005 Standard Bank and MTN issued a media release, 

announc ing the introduct ion of the MTN Mobi le Money product (MobileMoney). 

In December 2005 M T N issued a med ia re lease, in t roducing the Mobi le Money card 

;;nd ai luding io some of its secur i ty features After ihat it became clear tlv.-t Standard 



U c nk was not go ing In enter into a relat ionship with th: plaintiff. The plaintiff t i ied to 

cornmcic ia l ise the invent ion wi th Absa but it fell th rough as the product was not sel lable 

anymore as S tandard Bank already held the advan tage in this regard. 

Mr_Ne! 

[20] Mr. Nel 's ev idence was merely to demons t ra te that the Mobile money account 

funct ioned in the m a n n e r referred to in the screenshots and T e r m s and Condi t ions ' 

referred to in paragraph [6] above . Having b e e n issued with a Mastercard for use with 

the money mobi le account , he made a purchase at a health shop using the ca rd . 

Mr. Zatcovich 

[21] Mr. Zatcovich is a techno logy consul tant in a consul tancy f irm in T a m p a , Flor ida, 

United States of Amer i ca . He qual i f ied f rom the Universi ty of Pi t tsburg in 1980 with a 

Bachelor of Sc ience (B.Sc) in 1980. From 1980 to date he has been invo lved with a 

variety of corporat ions, most ly in technology and data process ing. He has also been 

involved in a number of projects, all involving internet based sys tems, f inancia l 

t ransact ions and author iza t ion of e lectronic da ta exchange . S o m e of t h e m are 

particularly re levant to the current patent spec i f icat ion, for examp le the E-Trade Onl ine 

t rading, wh ich is a s tock and securi ty t ransact ion sys tem on the internet for trading 

securi t ies and commod i t i es . It is primari ly a sys tem of conduct ing t ransact ions to 

merchant accounts wh ich we re listed on the E-Trade and with the author isat ion of those 

transact ions. It invo lved a great deal of secur i ty in those types of t ransact ions. 

[22] Up to the pr ior i ty date on 26 March 2001 he had been involved with f inancial 

electronic t ransact ions s ince the mid-903. He has g iven ev idence as an exper t at trie I 



arid de; .sition (mMioi ! ) proceeding . in riuinc-io-us p a l s i i i d isputes in ir is USA, some o; 

which related io the technology relevant in the patent in sa i l . As a rssult of his 

exper ience and background he cons idered h imsel f as a person ski l led in the art as at 

the priori ty da te on 26 March 2001 His exper ience and exper t ise was never ser iously 

p laced in issue. I am therefore sat isf ied that he is qual i f ied to express an opin ion on the 

issues in d ispute in this matter. His detai led curriculum vitae is on record and I do not 

intend to repeat the contents thereof. 

[23] T h e onus of proof on the issue of in f r ingement is on the plaintiff and on the 

defendants on the issue of validity (see Stauffer Chemical Co, and Another v Sasfan 

Marketing & Distribution Co. (Pty) Ltd and Others1 

I N F R I N G E M E N T 

[24] In his ev idence on infr ingement, Mr. Za tcov ich used two sources of in format ion as 

the basis for the opin ion he expressed in relat ion to certa in of the method c la ims of the 

patent. T h o s e sources are the MobiieMoney te rms and condi t ions, as wel l as the 

product d e m o that was avai lable on the MTN internet webs i te . He had down loaded it to 

his laptop computer , wh ich had s imu la ted the use of a ce l lphone to take a subscr iber 

through the s teps of us ing the product The d o w n l o a d e d product d e m o was the s a m e as 

the screen shots, wh ich are annexures C1 to C17 of the p leadings. He also de te rmined 

1 l')87 (2) SA 33! (A) ,it 3420- l i ami 5.17(1) 



f rom th\> pioduc.L cloino that the accoun t could bo used both for po in t o; sale t iansact ious 

and for internet transactions 

[25] Compar ing the contents of paragraph 5.3 of te rms and condi t ions with integer 

17(a) of c la im 17, he expressed the opin ion that the MobiieMoney also provided a 

me thod of authorizing t ransact ions. T h e basis for that op in ion is that as soon as one 

enters the main menu of the MobiieMoney one is p resen ted wi th several opt ions, 

including 'Pay to' and 'Buy', wh ich he test i f ied, were me thods of per forming onl ine bill 

payments and purchases, respect ive ly . Through a remote dev ice convenient to a 

part icular instruct ion, one is ab le to nar row the w indow to jus t enab l ing the account for 

the t ime that the next purchase is m a d e and no longer. 

[26] W i t h regard to integer 17(b), the first step to be per fo rmed using the MobiieMoney 

would be to select 'My Secur i ty ' , w h i c h is an author isat ion p rocess , after which three 

secur i ty opt ions are g iven. T h e first one is to per form bank ca rd securi ty funct ions. T h e 

second is to change one's PIN and the third one is to access one 's web login. The next 

step w o u l d be to select the bank card funct ion, wh ich presents one with the bank card 

author izat ion once the bank card had b e e n act ivated. 

[27] After the card had been ac t i va ted , one wou ld be ab le to enable the card by 

select ing 'Card On ' funct ion. If the card is swi tched off, no t ransact ion can be made on 



the r a i d . 1 or a t ransact ion at a point of sale (POi>) one has to authent icate himself 

using a PIN number, after wh ich the c a i d is turned 'On ' . Once the card is sv/ iped for the 

t ransact ion, a text message is sen ! to the cardho lder 's ce l lphone request ing him to 

conf i rm the purchase. Once the t ransact ion is comple te , the card is automat ical ly 

d isab led until the sms is responded to and the prev ious t ransact ion conf i rmed. 

Converse ly , once the sms is conf i rmed by enter ing the P IN, the card is act ivated for the 

next t ransact ion. To d isab le the card del iberately, one wou ld s imply select 'My Securi ty ' 

opt ion and select the bank author izat ion funct ions and then p roceed to 'Card o f f , where 

authent icat ion of the cardho lder in the form of a PIN wou ld be reques ted , before the 

card is swi tched off. Accord ing to h im, this is one of the features of the patent in suit. 

[28] Mr. Zatcov ich op ined that the MobiieMoney s funct ion of turn ing the card 'On ' or 

'O f f is equivalent to the patent 's funct ion of des ignat ing the account as 'Enab led ' or 

'D isab led ' . In both instances this is per formed on the instruct ion of an account holder, 

wh ich signi f ies user author isat ion as opposed to a bank author iza t ion. This instruct ion is 

issued f rom a remote dev ice env i saged in the patent, wh ich is one access ib le to where 

the t ransact ion is being pe r fo rmed , so as to enab le the cardho lder to enab le it just prior 

to the t ransact ion and potent ia l ly d isable it after conc lus ion of the t ransact ion. 

[29] As to integer 17(c), Mr. Zatcov ich opined that this integer is present in the Money 

Mobile me thod on the in ference that the account is conf i rmed w h e n one turns the card 

'On ' or ' C i f , and if one tr ies to pe i fo rm a l i ansac t ion whi le the card is turned off, the 



t ransact ion is re fused. On tha i inference, in his op in ion the sys tem wou ld not work in 

any way if the status w a s not stored in some fo rm of data base assoc ia ted wi th that 

account number. 

[30] Turning to the so-ca l led 'Card not present t ransact ions ' , i.e t ransact ions over the 

internet, mai l order or te lephone order, he descr ibed the process that one wou ld fo l low 

to purchase an i tem over the internet using the MobiieMoney. Th is t ransact ion wou ld 

essential ly fo l low all the s teps ment ioned for a point of sale t ransact ion, excep t that for 

internet t ransact ions, one wou ld be prompted to select 'Bank card ' funct ion, f rom wh ich 

one wou ld p roceed to author izat ion, during wh i ch an account holder is a l lowed to pre-

authorise any t ransact ion he wou ld like to do over the internet (This funct ion replaces 

the 'Card on ' funct ion in respect of point of sa le t ransact ions) . A PIN number is en tered , 

after wh ich a conf i rmat ion message wou ld be rece ived. The cardholder then is a l lowed 

15 minutes wi thin wh i ch to make one internet, mai l order or te lephone order t ransact ion, 

using a compute r te rmina l . Once the purchase is comple ted , the card is automat ica l ly 

deact ivated. 

Claim 18 

[31] This c la im, it should be recal led, is a me thod as c la imed in c la im 17 in wh ich the 

method includes interrogat ing the account status database dur ing a t ransact ion 

involving the bank accoun t to determine the s ta tus of the bank account and author iz ing 

the transact ion if the account is des ignated as 'enab led ' . Mr. Zatcov ich d rew paral lel 



i> iwoen liiC integots oi this c la im and the MobiieMoney, to the extent that the latter 

requi ted the act ivat ion of the ca.d and per fo rmance of all the steps necessary foi 

author izat ion of a t ransact ion. 

Cla im 19 

[32] C la im 19 is a method as c la imed in any one of c la ims 17 or 18 in wh ich the 

method includes authent icat ing the identity of the bank accountho lder before permit t ing 

the status of a bank account to be changed . Bas ing his p remise on his def ini t ion of 

'authent icat ion' , Mr. Zatcov ich identi f ied this in the MobiieMoney in that each t ime the 

card is enab led or d isabled it p rompts for the PIN number to de termine the identity of 

the bank account holder, before permit t ing the status of the bank account to be 

changed. 

[33] Mr. Zatcov ich a lso sought to d ist inquish the concept of 'authent icat ion ' f rom 

'author isat ion ' in the context of e lectronic t ransfers and banking sys tems. Author isat ion, 

he sa id , is to de termine whether one is a l lowed or not a l lowed to per form a part icular 

t ransact ion, w h e r e a s authent icat ion is only used to determine one's ident idy in relat ion 

to that t ransact ion. Author isat ion may come f rom one or more sources, such as the one 

per formed by a compu te r or by a bank ing sys tem, wh ich is cal led banking author izat ion. 

In another form, cal led 'user author izat ion ' whe re the user is given the benefit of 

identifying speci f ic t ransact ions or funct ions wh ich wil l or wil l not be a l lowed. Mr. 



Zatoovich also made aii ovo iv iew of mo basic steps of perfoa ning author izat ion of credit 

care! t ransact ions, as v/eli as trie var ious parties invo 1 .'ed in those steps. 

[34] Next Mr. Zatcovich dealt w i th the mean ing of a 'Bank Accoun t ' as referred to in the 

patent speci f icat ion, to include a credi t card account and the func t ions and transact ions 

assoc ia ted with a credit card . 

Mr. Bruynse 

[35] Mr, Dirk Bruynse gave ev idence as an expert on beha l f of the defendants. He 

holds a B. C o m m . degree (1994) . He ga ined exper ience in in format ion technology 

sys tem when he was employed as a commerc ia l manage r by Dunair , an air-condit ioning 

af termarket company in 1995. T h e sys tem used the in ternet as a data carrier 

mechan i sm and enabled dealers cont rac ted to Dunair to access the system and order 

par ts. From Apri l 1998 to date he has been emp loyed by var ious compan ies , most ly in 

f inancia l sys tems and in format ion technology. Of part icular re levance to the issues in 

this matter, Mr. Bruynse w a s e m p l o y e d by Teba Bank f rom February 2002 to 

Sep tember 2005 where he ob ta ined f inancial and mob i le ne twork exper ience. During 

this per iod, he oversaw a d e v e l o p m e n t team respons ib le for bui iding an entire 

t ransact ion processing system for Teba Bank. 

[36] In October 2005 he was e m p l o y e d by the third de fendan t and is currently the head 

of its Research and Deve lopment . He has been ex tens ive ly involved with the 

MobileM,:iey - the subject matter in d ispu te . In a d d - o n Mr. B ruynse has been involved 



in Vcirioui-. projects, inc luding one where he was (he paymen ts sys tems expert for 

USASD whe re ho was involved in provldir io an asse.v-ment of the techn ica l , regulatory 

and bus iness oppor tuni t ies and obstac le re lated to mob i le b ranch less banking in 

Palest ine. 

[37] After a detai led analysts of the patent speci f icat ion, Mr. Bruynse also exp la ined 

some of the key features of the MobiieMoney. In this regard he test i f ied that the 

Mobilemoney cus tomer is p rov ided with a bank account wi th the S tandard Bank- The 

customer can carry out t ransact ions using the funds in that bank account via an 

assoc ia ted A T M card or credi t card, a cel lular te lephone or over the internet. Al l 

t ransact ions are routed th rough that bank account i r respect ive of whe ther they are 

init iated by the user 's A T M card , credit card, his or her cel lular te lephone or the Internet. 

[38] The A T M card can only be used for A T M transact ions. T h e cus tomer can use his 

credit card for point of sale (POS) t ransact ions, card not present (CPN) t ransact ions and 

automat ic teller mach ine (ATM) t ransact ions. The cus tomer can use his cel lular 

te lephone for cel lular t e lephone bank ing t ransact ions such as person to person 

t ransfers, the pu rchase of air t ime or electr ici ty and the payment of the bi l ls. The 

customer can also access his account through the internet and carry out internet 

banking t ransact ions such as e lect ron ic funds transfers (EFTs) in relat ion to that 

account. 



[39] l h>': [•••;Q.n:yf. obih; has a -number of different transacti '.-:. " channe l - " v!,;-;jh op-. rata 

to permit these di f ferent typos of t iansur. i ions. These channels , which opera i . - a ; 

gateways to the account holder 's bank account, inc lude: 

(a) A card channe l , wh ich has a sub-channe ls channe l for the A T M card and 

credit ca rd . T h e credit card sub-channe ls , includes further sub-channe ls for 

A T M t ransact ions and POS t ransact ions. A CNP sub-channel for on- l ine 

t rancsac t ions (such as purchasing books f rom Amazon .com) a lso f o rms part 

of the card channe l but has its own g a t e w a y wh ich operates independent ly 

of the o ther card channels . In effect, it opera tes as its own channe l ; 

(b) A cel lu lar te lephone banking channel for t ransact ions carr ied out us ing the 

account holder 's cel lular te lephone; and 

(c) An internet banking channel for t ransact ions carr ied out whi le the user is 

logged onto his bank account on the internet (e.g EFTs). 

[40] Before a t ransac t ion is sent for author isat ion by MobiieMoney, the t ransact ion will 

have to proceed th rough one of these channe ls and all the other pre-author isat ion 

checks have to have been successfu l ly comp le ted . If the channe l is b locked the 

t ransact ion wil l be re fused before it proceeds to author iza t ion. In M T N Bank ing , only the 

card channe l and the C N P sub-channe l can be b locked and un- b locked by the account 

holder. (The cel lu lar te lephone banking and internet bank ing channel cannot be b locked 

by the account holder.) 



f / i l ] In order to block or unblock the card channe l , a customer accesses a w'neless 

' internet gateway ' m e n u on his te lephone. Th is is the m e n u that appears as one of the 

s reenshots (annexure C8 to the part iculars of c la im. If the customer se lects 'Card o f f 

the card channe l is b locked. If the channe l is b locked , no t ransact ions can be carr ied 

out using that channe l . Thus , a cus tomer wi th a credi t card wou ld not be ab le to carry 

out A T M or POS t ransact ions using the card once the card channe l is b locked. If the 

customer has an A T M card , the cus tomer wou ld not be able to carry out A T M 

transact ions once the channe l is b locked . 

[42] If the customer se lects "Author isat ion" on the above-ment ioned m e n u then the 

CNP channe l is un-b locked for 15 minutes (the defaul t posi t ion for this part icular 

t ransact ion being that the channe l is b locked) . T h e cus tomer can thereaf ter carry out a 

CNP t ransact ion. A s soon as the t ransact ion is comple te or the 15 minute t ime period 

expires, the channe l reverts to the defau l t posi t ion (where in the channe l is b locked) . 

[43] Mr. Bruynse emphas i sed that b lock ing a channe l has no effect on the other 

channels . Thus , swi tch ing 'o f f an A T M card or credi t card has no effect on the status of 

the cus tomer 's bank account , wh ich remains act ive at all t imes . Thus, it is still poss ib le 

for the cus tomer to carry out other t ransact ions us ing the bank account , for examp le 

CNP t ransact ions (if the channe l has been unb locked by se lect ing 'Author isat ion on the 

Gateway menu} ; E i -T t ransact ions on the internet or ce l luku te lephone banking 



t ransact ions In this regard he used Mr. N e l s t iai i>.ac iia,, as an example , hie s '.tied that 

th is was an orciinaiy ca id t ransact ion and Mr Nat's card wou ld have to have been 'on 1 

(i.e. the card channel unblocked) for the t ransact ion to p roceed . Mr Nel could, however, 

have carr ied out other t ransact ions using his account even if the card remained 

swi tched off, such as e lectronic funds transfers and cel lu lar te lephone banking 

t ransact ion. 

[44] Fur thermore , unb lock ing the re levant card channe l d o e s not 'authorize' a 

part icular t ransact ion. In fact , sw i tch ing the card 'on' se rves only to partially pre-

author ise t ransact ions. Check ing to see that the card was sw i tched 'on ' is part of the 

pre-author isat ion check carr ied out by the card issuing retai l bank (in this instance 

Standard Bank) . The convent iona l pre-author izat ion checks (check ing to see that the 

card is s topped, velocity checks etc) take place s imul taneous ly wi th check ing to see that 

the card is swi tched on. Only if the card is swi tched on and all of these checks have 

been comple ted successful ly, wi l l the t ransact ion be a l l owed to proceed to 

author isat ion. 

[45] On the basis of the a b o v e , Mr. Bruynse expressed an opinion that the 

Mobilemoney does not enable the user to select ively des ignat ing a bank account status 

as enab led or d isabled, on the inst ruct ion of an account ho lder issued from a remote 

device, wh ich is integer 17(b) of the patent in suit. He based his opin ion with reference 

to the patent speci f icat ion's def in i t ion of 'enabled ' er 'd isab led ' . In this r e g a r d l ie testif ied 



thr:l tho M<i' larnoncyy cus tomers cnnnot ^uHions?: t ransact ions using a credit < - i d or an 

A I M card by turning the credit card or the A T M card f rom their cel lular te lephone or the 

MTN internet banking webs i te . Swi tch ing the card 'on ' serves only to open the card 

channe l . Only if this card channe l is open , and the other pre-author isat ion s teps are 

comple ted successful ly, wil l the t ransact ion be permi t ted to p roceed to author izat ion. He 

op ined therefore that even if the card channe l is open , the t ransact ion may not be 

author ized. The cus tomer 's bank account is not therefore 'enab led ' by the customer 

switching 'on ' his or her credi t or A T M card. 

[46] Mr. Bryunse made the dist inct ion that using the card 'on/off ' funct ion of the 

MobileMoney to swi tch the relevant card 'of f does not 'd isable ' the cus tomers ' bank 

account . Wh i le A T M and P O S card t ransact ions are b locked w h e n the card is swi tched 

off, it is still possib le for the M T N cus tomer to carry out C N P t ransact ions on the 

internet, or cel lular te lephone banking t ransact ions using the bank account. 

Consequent ly the MobileMoney does not permit its cus tomers to des ignate the status of 

their bank account as enab led or d isabled. In the light of the above , integer 17(b) was 

not present in MobileMoney. 

Integers 17(c) and (d) 

[47] F lowing f rom the above premise, Mr, Bryunse testi f ied that integer 17(c) fo l lowed 

as a consequence of the user ' s des ignat ion in integer 17(b), that is, it is a result of 

select ively des ignat ing a bank account status as enabled or d isabled ihat t ransact ions 



: ; -.inn it; • a ' :cu: jn ; £{;-.• sole;.I : ' e l / a u t h o n ' a d . As such he understood the Hum w i e i g e r 

as meaning that a t ransact ion is author ised oi' not author ized depend ing on whe the r the 

user has des ignated his or hers account as ei ther enab led or d isabled. Mr. Bruynse 

accordingly op ined that integer 17(c) was not present in MobiieMoney, b e c a u s e by 

switching the credit card or the A T M card 'on' , a cus tomer does not se lect ive ly author ize 

t ransact ions. Similarly, wi th regard to integer 17(d), he test i f ied that it requi red that 'the 

status' ( i .e. whether the bank account is enab led or d isabled) of the bank accoun t be 

recorded in an accoun t s tatus da tabase. MobiieMoney did not al low users to enab le or 

disable their bank accoun ts . As such the banking sys tem does not record the status of 

the bank account in an account status database. Thus integer 17(d) w a s not present in 

the MobiieMoney. 

Claims 18 and 19 

[48] Mr. Bruynse test i f ied, wi th regard to c la im 18 that the Moneymobile d o e s not at 

any point interrogate (or permit any third par ty to interrogate) an account status 

database dur ing a t ransact ion to determine the status of the bank account . A s to c la im 

19 he stated that the Moneymobile does not permi t the status of the bank accoun t to be 

changed on the inst ruct ion of the customer. 

[49] Mr. Bruynse also test i f ied that the word 'au thor ize ' has a technical mean ing within 

the banking env i ronment and the term is used in accordance with this mean ing in the 

specif icat ion of the patent. T h e author isat ion of a t ransact ion takes place after pre-

authcr isat ion. Once a t ransact ion is author ized the funds are wi thout more t ransfer red 



f oJ : i the account holder to the mc;ch?i i i t . Simply put, Mr. Rn iynse suggested that the 

sequence in the MobileMoney is that there is pre-author isat ion process fol lowed by an 

author izat ion process, and comple t ion of the process by payment to a merchant . 

Accord ing to the defendants , this sequence is important in dist inguishing the 

MoneyMobile f rom the patent in suit, in that the latter required addi t ional author izat ion, 

wh ich , in the body of the speci f icat ion and the d iagrams, can only take place at the end 

of the t ransact ion. 

[50] A number of issues emerged f rom the ev idence of the two experts, on wh ich they 

expressed divergent v iews. I set out t hose that I f ind key in relat ion to the infr ingement. 

fa) the mean ing of author izat ion and author iz ing in the context of the patent 

(b) the mean ing of the phrase 'select ively des ignat ing a bank account status as 

'enab led ' or 'd isabled' 

(c) the mean ing of the term 'account status da tabase ' 

(d) wha t is meant by a bank account ' as it used in the c la im, 

(e) when the bank account is des ignated as d isab led, does this utterly block the 

ent i re account? 

(f) is the claim limited to methods of author is ing a s ingle t ransact ion or does it also 

include within its scope methods of author is ing mult ip le t ransact ions? 

[51] Before I consider these aspects , it is necessary to refer briefly to the appl icable 

I'-gal pr inciples, whieh are to a great extent, trite and wel l -set t led. A fun-.!amcntal 



principle of p^enc is found in the we l ' -huown diction ol Lord Uussel l in [Jcc-ujal and 

Musical industries v Lissen i>6 RPC 23 i\i 39, 1 he pr inciple w a s adopted by the then 

Appel la te Division in Steel Constructions (Pty) Ltd v African Baiignolles Construction 

(Pty) Ltd2.The dictum reads: 

The claims must undoubtedly be read as part of the entire document, and not as a 

separate document; but the forbidden field must be found in the language of the claims 

and not elsewhere It is not permissible, in my opinion, by reference to some language 

used in the earlier part of the specification, to change a claim which by its own language 

is a claim for one subject-matter into a claim for another and a different subject-matter, 

which is what you do when you alter the boundaries of the forbidden territory,,. 

. A claim is a portion of the specification which fulfills a separate and distinct function. It 

and it alone, defines the monopoly; and the patentee is under a statutory obligation to 

state in the claims clearly and distinctly what is the invention which he desires to protect." 

Patent interpretat ion 

[52] To ascertain what it is that is ' the invent ion ' , and thus de te rmine whether the 

patent is valid and infr inged, it is necessary first to const rue the c la ims of the patent. 

The leading case on the const ruc t ion of patent speci f icat ions is Gentiruco AG V 

Firestone SA (Pty) Ltd3 whe re the ru les of construct ion we re fo rmula ted at 614A-616D. 

and restated in Monsato Co v MDB Animal Health (Pty) Ltd (formerly MD Biologies CC)4 

as fo l lows: 

(a) A specif icat ion should be cons t rued like any other documen t , subject to the 

interpreter being mindfu l of the objects of a speci f icat ion and its several parts; 

1955 {•]) SA 215 {' V).a 2.1.11.1-1' 
1 1072 (I i S \ S8() (A). 

J ?001 (?.)';AM7 (SC.\). 



( i i ) l h ' ru!; : oi r interpielaJion is to as< . i ia in, noi what the inventor or patentee 

may have had in mind, but what the language used in the speciscai ion 

means , i.e what the intention was as conveyed by the speci f icat ion, properly 

const rued; 

(c) To ascer ta in that meaning the words used must be read grammat ica l ly and in 

their ord inary sense ; 

(d) Technica l wo rds of the art or sc ience involved in the invent ion must also be 

given their ord inary mean ing , i.e as they are ordinari ly unders tood in the 

part icular art of sc ience; 

(e) If it appears that a word or express ion is used, not in its ord inary sense, but 

wi th some spec ia l connotat ion, it must be g iven that name since the 

speci f icat ion may occasional ly def ine a part icular word or express ion with the 

intention that it should bear that mean ing in its body or c la ims, thereby 

prov id ing its o w n dict ionary for its interpretat ion; 

(f) If a word or express ion is suscept ib le of some flexibi l i ty in its ordinary 

connotat ion, it should be interpreted so as to con form wi th and not to be 

inconsistent wi th or repugnant to the rest of the speci f icat ion as a who le that 

certain words or express ions in the c la ims are af fected or def ined by what is 

said in the body of the speci f icat ion, the language of the c la ims must then be 

const rued accord ingly . 

paras 9 and 10 of Monsato Harms JA put a g loss to the rules laid d o w n in Gentiruco 

adding two qual i f icat ions with regard to, first, the construct ion o f ' o r d i n a r y mean ing ' 



of words , and second , the contextual teadina of specicif!..a.iion, inc lud ing the 

definit ions). 

[53] In recent years , there has been a shif t away from l i teral ism towards con texua l i sm. 

See for examp le Aktiebolaget Hassle and another v Triomed (Pty) Limited5 where 

Nugent JA at para 8 under took useful rev iew of the South Afr ican dec is ions (and the 

adopt ion of the approach in Catnic Components Ltd and Another v Hill and Smith Ltd6. 

In Van-Deals 101 (Pty) Ltd v Sunsmart Products (Pty) Ltd7 the approach was set out as 

fol lows: 

'.. (W)hat is sought by a purposive construction is to establish what were 

intended to be the essential elements, or the essence, of the invention, which 

is not to be found by viewing each word in isolation but rather by viewing them 

in the context of the invention as a whole . it is of course true that Catnic did 

not change the law relating to construction, but it certainly restricted the scope 

for contesting litigants to indulge in meticulous verbal analysis' of specifications 

and claims-usually to an extent which would have been inconceivable to the 

ordinary skilled addressee reading the patent to ascertain the invention and the 

ambit of protection claimed, it also relieved the courts of the metaphorical 

'straitjacket' of having to arrive at any interpretation of claims without having 

free recourse (subject to the well-established limits)to the specification in order 

to decide what the skilled addressee would have understood those claims to 

meant.' 

[54] The quest ion as to whether the de fendan t is infr inging the asser ted c la ims of the 

plaintiff 's patent, invo lves a compar ison be tween the al leged infr inging product and the 

'' 2003 (1) i,\ I urj (SCA] p.ii-i 1. 
"\\<~i'A2\ Kl'C IK3{ ! l ( . ! , i t 212. 
7 200H (3) S \ 1)7 (SCA i 



actual wo-i(k- of the asser ted claim.', (see Siauffer Chemicnl Co. v Sa fe : . " Marketing & 

Distribution Co. (Ply) L.lct') li is only an in f r ingement if each of the essent ia! integers of a 

part icular c laim is present in the a l leged infr inging product . T h e claim is to be 

purpos ive ly interpreted by a mind wi l l ing to unders tand and 'not with an attitude of studied 

obtuseness'. 

[55] In order to construe the patent speci f icat ion, the court wi l l have to be instructed by 

expert ev idence in so much of the art or sc ience c o m m o n l y known as at the priori ty date 

as is necessary. The purpose of this ev idence is to p lace the court as near as may be in 

the posi t ion of the in terested, ski l led members of the publ ic to w h o m the patent is 

addressed as at the relevant da te , wh ich in the present case is 26 March 2 0 0 1 . The 

court must , in other words , be p laced in the posi t ion of the not ional 'addressee ' of the 

patent in issue. This person has been judic ia l ly def ined as the ' typical representat ive ' or 

'ordinary ski l led or qual i f ied persons in the art': BM Group (Pty) Ltd v Beecham Group 

Limited9. 

The role of expert ev idence 

[56] In Gentiruco, above, it was m a d e clear that the ev idence of an expert 's opinion to 

the mean ing of a patent speci f icat ion is inadmiss ib le . For example , on the proof of 

inf r ingement it has been held in Johnson & Johnson (Pty) Ltd v Kimberty Clark 

Corporation & Kimberty Clark of South Africa (Pty) Ltd that: 

" I'>:-:-.'<:>) SA. -^ l (A) at -P.D-I- . 
' \>>w (\) SA 5 ^ (A) ,ii ;;!-:-]• 



\ an ?•:•->'<[ V'ltness cannot Lo heaid to say whether iheio ha.-, beta: h,-, 

infringement by the defendant In Seed v Wiggins (W60) VIII Hl.C 550 (:'1LR544) 

Lord Campbell L C. said at '551 that the opinion of a scientific witness 'Thai one 

machine is a piracy of the other is of no consequences whatever, for that is a 

question not in their province to decide. ' 5 0 

[57] On the issue of proof of in f r ingement the fo l lowing was said in Johnson & 

Johnson, above, at 135C-136A: 

'...an expert witness cannot be heard to say whether there has been an 

infringement by the defendant. 

Generally speaking, guidance is the main function of the expert in a patent 

case. In Parkiston v Simon (1894) II RPC 493 (CA), Lord Esher MR said 

at 506: 

'I have always thought that the value of the expert evidence in such cases 

as this is that they can point out to you things which you yourself would 

not, perhaps, without them, observe in two machines. They point out to 

you things that you must consider, but as to what their opinion is- whether 

they consider that the one is an infringement of the other, or whether they 

consider that the one is bad for want of novelty-l have always thought that 

is going beyond what they have any right to do. and that their opinion upon 

that IS entirely subservient to the view of the tribunal which is trying the 

case." 

i 98^ ( H i ! ; p I :u ;Jt C-l '>(•> 



[ W ; Back to ttie $:_\c[c, o; the present case. Hav ing so l out the proper approach . I t 'oai 

with the issue's i have ident i f ied as key to the issue of in f r ingement. 

Authorisation 

[59] The plaintiff con tends that the words 'author isat ion ' and 'author is ing ' bear their 

ordinary mean ings . T h e defendants contend for an esoter ic mean ing . It wou ld be 

recal led that in his ev idence , Mr. Bruynse test i f ied that the wo rds bo re techn ica l 

meanings within the bank ing art to mean that f inal author isat ion f r om the issu ing bank to 

the clearing bank. However , Mr. Bruynse 's ev idence is not borne by any of the re levant 

documents . C lauses 5.3, 6.10.2 and 7.3 of the Moneymobiie T e r m s and Cond i t ions ' 

make it plain that the w o r d 'author ise ' denotes author izat ion by the card ho lder and not 

'f inal' author izat ion by the issuing bank. C lause 5.3 states: 'You must authorise your 

t ransact ions using your secret P IN . . . ' Clause 6.10.2 provides that by enter ing your 

PIN ... you a lso ag ree and conf i rm that you authorised the . . . t ransac t ion . . . ' 

Mr. Zatcov ich 's ev idence on this aspect was c lear and to the point. In the speci f icat ion 

of the patent in suit, it is m a d e clear that the transaction authorisation system allows an 

account holder to designate a bank account as enabled to diabled, i.e to provide authorization 

for any transactions performed using the account' McAl l ister, one of the prior art documen ts 

used by the de fendan ts for invalidity, apparent ly also uses the w o r d 'author ise ' in its 

ordinary mean ing . 



[60] During the c ross-examinat ion . Mr. l i r uynse w e n i as far as to suggest that it was 

imposs ib le to per form the addit ional author izat ion of the invent ion anywhere e lse bu ! as 

a final step. Mr. Za tcov ich , on the other hand, d i sagreed with this. He emphas i zed that 

where in a patent speci f icat ion sequence of opera t ions is identi f ied then the sequence is 

very important. W h e n the c la ims do not identify a very specif ic sequence of operat ions 

(and he sugges ted the patent in suit is one such) one has to look towards the 

specif icat ion as to whether an embod iment requi red a specif ic sequence in order to 

perform the funct ion. In his opinion, in the context of the patent in suit it wou ld not 

matter if ei ther of the convent iona l author izat ion or the patent author izat ion is per fo rmed 

first. Mr. Zatcov ich pointed out that it wou ld m a k e no d i f ference in should one choose to 

do addit ional author iza t ion before the s tandard author izat ion. 1 prefer Mr. Za tcov ich 's 

reasoning in this regard . 

[61] It is no tewor thy that this supposi t ion (of impossib i l i ty of any other sequence) was 

raised for the f irst t ime by Mr. Bruynse dur ing c ross-examinat ion . A l t hough Mr. 

Zatcovich was c ross -examined at length on this topic, it was never put to h im that any 

other sequence w a s imposs ib le . A l though in the body of the speci f icat ion and the 

d iagrams the s e q u e n c e puts addit ional author isat ion as a final step, there is nothing to 

suggest that it canno t be per formed at any s tage of the t ransact ion. In any event , even if 

this conclus ion is w r o n g , I take a v iew that the sequence does not have a s igni f icant 

funct ional impact on per forming the author izat ion. 



[6.VJ Mr. Bruynse, in seek ing to d is t inguish be tween the patent and the Moneymobi le , 

test i f ied that the patent con templa tes the complete and utter d isab lement of the bank 

account associated with the t ransact ion processing capabi l i ty wi th in the patent. On the 

other hand , in the Moneymob i le , the blocking of any of the three channels (card, 

ce l lphone banking and internet banking) wou ld not have an effect on the other 

channe ls . During c ross-examinat ion he qual i f ied this by s tat ing that other t ransact ions 

like EFTs could take p lace, un less they were set up to be gove rned by the patent as the 

final step of author izat ion of the t ransact ion . However , he ul t imately conceded that the 

user of the patent had the opt ion not to set up such t ransact ions in conjunct ion with the 

debit card In other words , the user may allow a debi t card to be subject to the patent 

wi thout f reezing the under ly ing assoc ia ted account . To this extent , therefore, there is 

no signi f icant dif ference be tween the invent ion and the MobileMoney. 

Bank account and Account Status Database 

[63] Mr. Bruynse's ev idence w a s that the ordinary mean ing of a bank account is {and 

was at the priority da te of the patent) the ledger account w h e r e an account holder's 

t ransact ions are recorded. Thus , if f unds are w i thd rawn f rom the account holder's bank 

account , the account is credi ted and if funds are depos i ted in the account , the account 

is debi ted. I think that the mean ing con tended for on behal f of the defendants is too 

literal and does not take into accoun t the context of the patent . The patent makes it 

abundant ly clear that bank accoun t ' refers not only to a bank account in the strict, 



rcui i l ' . r s e n s e IJIJL also a c.red: : card (hank) ac/ icui i i i , and" a debit card (b; nk) acnoiNiL 

ft a lso appva rs f rom the speci f icat ion that a credit card account or a debit card ac-s.ount 

may be associated with a (regular) bank account . In the def in i t ion of his patent, 

McAl l is ter def ines a 'bank account ' a lso def ines it to include a credi t card, i therefore 

take a v iew that a 'bank account ' in the context of the patent inc ludes credit card and 

debi t card accounts. It fo l lows there fore that all data s tored in re lat ion to whether they 

are enab led or d isabled wou ld be s tored in an 'account s tatus da tabase ' which I 

unders tood to mean an electronic s to rage memory , record ing whether the account is 

enab led or d isabled. 

Have c la ims 17. 18 and 19 been in f r inged? 

Cla im 17 

[64] This c la im, it is to recal led, desc r ibes '(a) a method of authorizing a transaction (b) the 

method including selectively designating a bank account as enabled or disabled fc) on the 

instruction of an account holder issued from a remote device (d) thereby causing to selectively 

authorize transactions performed using the bank account'. 

Integer (a) 

[65] I have dealt wi th the mean ing of 'author ise ' , and c a m e to the conclus ion that the 

mean ing ascr ibed thereto by the de fendan ts is untenable. I have a lso accepted that the 

other card t ransact ions are not utterly b locked once the account is d isabled. I a m 

sat isf ied that ihe 'on/o f f funct ion of the MobileMoney s imi lar ly renders the accounts 



' e n v i e d ; or 'd isabled ' . I lowing from this the te insac t ions wil l he 'Lst i ihor i :c . i r or 

TiriaLilhoib'ed' wi th in the ordinary meaning of thoe.ro words . To that extent, I f ieJ that 

integer 17(a) is present in the MobiieMoney. 

Integer (b) 

[66] From the total i ty of the ev idence, it is c lear that it is indeed the user w h o enab les 

or d isables the bank account to author ize a t ransact ion in terms of the invent ion, and 

not the bank. 

Integer (d) 

[67] In the manne r the MobiieMoney was demons t ra ted to funct ion, I ag ree with Mr. 

Zatcovich 's inference that an account status da tabase must necessar i ly be present so 

as to record whe the r the card channe l has been b locked or unb locked , tak ing into 

account the mean ing I accept of a 'bank account ' . 

C la im 18 

[68] Cla im 18 inc ludes all of the integers of c la im 17 and adds the fo l lowing integers: 

'(a) in which the method includes interrogating the account status database during which a 

transaction involving the bank account to determine the status of the bank account, and (b) 

authorising the transaction if the account is designated as enabled'. Counse l for the plaintiff 

contended that the MobiieMoney wou ld interrogate the 'card channe l da tabase ' , wh ich , 

if taken in the context of the meaning of the concep ts cons idered earl ier, wou ld place 

http://thoe.ro
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I A G R E E wi th TH IS const ruct ion. 

Claim 19 

[69] Claim 19 is a method as c la imed in c la ims 17 and 18, and includes the fo l lowing 

integer: 'in which the method includes authenticating the identity of the bank account holder 

before permitting the status of the bank account to be changed'. From Mr. Zatcov ich 's 

screenshot demonst ra t ions , it is clear that before the MobileMoney card holder can 

proceed to the 'on/off ' funct ion on his or her cel l phone, the user has to authent ica te 

himself /herself . 

[70] On a conspec tus of the ev idence , I a m therefore sat isf ied, and f ind, that the 

Moneymobile has the integers of c la ims 17, 18, and 19 of SA Patent 2002 /2337 and has 

thus infr inged those c la ims. Before I leave this subject , I must record that dur ing the 

course of the trial it became c o m m o n cause that the 'on/o f f funct ion of the MobileMoney 

was d isabled on 13 January 2012. 

INVALIDITY 

Lack of novelty 

[71] Lack of novel ty is a ground revocat ion in te rms of s 25(1) (5) and (6) of the Act, 

read with s 61(1) (C) . T h e relevant provis ions of the s 25 rend as fol lows' 



"(1) /« \>- '.ent in ; ; / , subj ••t to the prnvisjo:;'. of this sect ion, be ce. - ir-d for any new 

invont'O.i which involve'-, an inventive step and which is capable ot being creel 

or applied in t rade or industry or agriculture 

(5) An invention shall be deemed to be new if it does not form part of the state of the 

art immediately before the priority date of any claim to that invention. 

(6) The state of the art shall comprised all matter (whether a product, a process, 

information about either, or anything else) which has been made available to 

the public (which in the Republic or elsewhere) by written or oral description, by 

use or in any other way.' 

[72] In so far as the ground of revocat ion based on lack of novel ty is concerned, it was 

emphas ised in Gentiruco, above , at 646H that the op in ions of the exper t wi tness that a 

documen t does or does not ant ic ipate a claim of the patent in suit mus t be d isregarded, 

as that is for the court to dec ide . Trol l ip JA went on to state the fol lowing general 

pr inciples at 646C-647A: 

(a) the object ion of ant ic ipat ion relates to the c la ims and not the descript ion of 

the invention in the body of the speci f icat ion; 

(b) the part icular c laim must be const rued to ascer ta in its essent ia l e lements or 

integers; 

(c) for the purpose of the ob jec t ion of ant ic ipat ion the c la im so construed is 

assumed to be invent ive; 

(d) the prior pr inted pub l ica t ion or patent a l leged to be anticipatory is then 

const rued; 

(e) the two documents are then compared to ascer ta in whether the prior patent 

was granted for, or the prior pr inted publ icat ion 'descr ibes ' the same process 

as that c la imed; 
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sei form ia wo rds or rec i io the ohaiau'terisi ios o f Hence for it to das^ ' i bc tha 

invented process it must recite at least it's essent ia l in ter ;e is in such a way 

that the same p rocess is identif iable or percept ib le and hence made known , 

or the same or substant ia l ly the s a m e th ing can be made , f rom that 

descr ipt ion; 

(g) 'Substant ial ly the s a m e ' means 'pract ical ly the same ' , the same 'for the 

purposes of pract ical utility, that is subs tance and not form must be 

regarded; 

(h) if on a compar ison of the two documen ts it appears that the same or 

substantial ly the s a m e process is descr ibed in the above sense in both , the 

c la im has been ant ic ipated and is not nove l ; converse ly , if t he descr ipt ion in 

the prior documen t di f fers, even in a smal l respect, p rov ided it is a real 

di f ference, such as the non-reci ta l of a s ingle essent ia l i n t ege r the object ion 

of ant ic ipat ion fa i ls ; 

(i) an al legedly ant ic ipatory documen t is to be cons t ruc ted at the da te of its 

publ icat ion 'to the exc lus ion of in format ion subsequent ly d i scovered ' 

[73] The test for ant ic ipat ion is the one found in Hill v Evans*, wh i ch was formula ted 

as fo l lows: 

"... (T)he information as to the alleged invention given by the prior publication must, for 

the purposes of practical utility, be equal to that by the subsequent patent. The invention 

must be shown to have been before made known. Whatever, therefore, is essential to 

the invention must be read from the prior publication." 

1 1 f USd') :>! I J Ch 157 



CL.'-r end uriiiiK.h-kHl.)!;' cH,'ec ;iens e i e requ i red in ihc prior art do r une .us ( ssc 

B o w Qxixlmg Com/>. ay L fd v C a r Canadian Licetric Co v Facia Radio Ltd 1 1 <<nd 

General Tire & Rubber Co. v Firestone Tyre & Rubber Co. Ltd1'1) 

The prior art documen ts 

[75] The de fendan ts rely on four prior art d o c u m e n t s for purposes of ant ic ipat ion, 

McAll ister, Checch io , Landry and Stein. T h e last two documen ts rel ied upon 

condit ional ly, depend ing on my f inding whether the c la ims of the patent in suit include 

within their scope , me thods and sys tems by wh i ch cus tomer pre-author ise t ransact ions 

fas the MTN sys tem does) as opposed to au thor i se t ransact ions as c la imed in the 

patent. I have a l ready made that f inding. 

McAllister 

[76] McAll ister descr ibes a sys tem and method for enhanc ing the secur i ty of use of a 

t ransact ion dev ice such as a credit card th rough a te lephone sys tem whe re in the 

subscr iber may estab l ish th rough the te lephone ne twork a ser ies of pa ramete rs wh ich 

must be sat isf ied in order to act ivate the credit card to permit val idat ion by passage of 

the card th rough the convent iona l point-of sa le magnet ic swip ing dev ice . The 

parameters may inc lude subscr iber es tab l ishment of an act ivat ion t ime f r ame , an 

act ivat ion area, a dol lar limit on purchasing power , a temporary PIN val id subject to 

sat isfact ion of the other parameters , and voice ver i f ica t ion. 

! | I ' ) J U ] 47 R I ' C (•>').:! 'JO 
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[VVJ Accord ing tn one vo is i ;a of l l i e invention ia McA l l i s te r , ' t he credit card holder 

subscr ibes to the service to set up a P IN and/or a vo ice print or template to control his 

credit card use. Prior to the use of the card the card holder accesses the security 

sys tem by a landline te lephone (preferably his res idence te lephone) and effects 

veri f icat ion by the pre-establ ished P I N or voice templa te or both . Fol lowing such 

veri f icat ion the card holder es tab l ishes or sets parameters at least one and preferably 

two or more of the fol lowing pa ramete rs : 

(a) A stated t ime f rame dur ing wh i ch the card wil l be ac t iva ted , for example, for 

the next three hours; 

(b) A l imited amount of the pu rchas ing power of the card that t ime; 

(c) A geographica l area or locat ion where in the card wil l be act ivated 

(d) A temporary PIN which the subscr iber desi res to have app l icab le under the 

restr ict ions set out in (a) (b) (c) above ; 

(e) A vo ice veri f icat ion using the pre-es tab l ished templa te . 

[78} The last two ((d) and (e)) are really not parameters , but f o rms of authent icat ion, 

and have nothing to do with enab l ing or disabl ing a bank accoun t . The temporary P IN 

resides in an authent icat ion data base . Either of these (PIN or vo ice template) would be 

used at the point of sale and not remote ly . 

[79] Mr. Zatcov ich was adaman t that McAll ister cannot be used in respect of a single 

t ransact ion. Even if one only sets up the parameters on a one t ime basis, one is still 

sound by a t ime f rame, an amoun t l imit, or a geograph ica l a rea, and any one of ihose 
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Ginsberg, counsel for M T N , put a proposit ion to Mr Zatcovich. dur ing cross-

examinat ion that McAl l ister w a s capab le of enabl ing and d isab l ing a s ingle t ransact ion 

using a landl ine te lephone. Re l iance w a s placed for this propos i t ion on a passage in the 

McAl l ister patent wh ich reads as fo l lows: 

' I t will be understood that the subscriber may utilize any combination of the 

aforegoing safeguards on a one-time basis or per day, per week, or per 

month schedule'. 

[80] Counse l sketched a scenar io dur ing the cross-examinat ion of Mr. Zatcov ich in 

wh ich a subscr iber, using his res idence te lephone (as a remote device) sets the 

parameters using an amoun t l imit and t ime, thus making it a s ingle t ransact ion. I think 

Mr. Zatcovich 's response in this regard is cogent. 

"... (T}he fact that w e have to think very hard and be very clever as to how 

w e are go ing to uti l ize these parameters , telis us that ... McAl l ister was not 

intended to enab le or d isab le a single t ransact ion. ' 

[81] Enabl ing by sett ing parameters such as t ime and money limits is not covered by 

c la im 17, wh ich has an obv ious l imi tat ion and c la ims the one embod imen t descr ibed in 

the patent specif icat ion a l lowing the user to select ively enab le and disable the account. 

The reading of the c la im is plainly l imited to a single t ransact ion. The subsequent use of 

the plural ' t ransact ions' does not, in my view, detract f rom the clear thrust. Thus, 



pioper ly cons t rued , McAl l is ter doas not disclose all the essent ia l features of the patent 

in suit. 

[82] At the end of the day, it should be borne in m ind that the overr id ing funct ion ing of 

the patent in suit is a d d e d securi ty and author izat ion for on-l ine t ransact ions, someth ing 

wh ich is not descr ibed or env isaged in McAll ister. In my v iew, far f rom advanc ing the 

defendants ' a rgument , Mr. Ginsberg's examp le s imply demonst ra tes that McAl l is ter 

does not g ive 'c lear and unmistakable d i rect ions ' enabl ing a cus tomer se lect ive ly to 

disable a bank accoun t after a s ingle t ransact ion has taken p lace. T h e read ing of 

McAll ister in this manne r wou ld , in my view, a m o u n t to indulging in 'meticulous verbal 

analysis to an extent which would have been inconceivable to the ordinary skilled addressee 

reading the patent to ascertain the invention and the ambit of the protection claimed' 

(see Vari-Deals 1 0 1 , above} . 

Checchio 

[83] Checch io t eaches a me thod and appara tus for pre-author is ing t ransact ions 

including prov is ion of a commun ica t ion device to a vendor and a credi t card owner. In 

part icular, the invent ion concerns pre-author is ing a credit card for a part icular 

t ransact ion and subsequen t l y init iating the au thor ized t ransact ion at a vendor location 

using the credit card v ia credit card author izat ion device. The summary of Checch io 

states the object of the invent ion as being to provide an author izat ion m e t h o d and 

apparatus which pre-s tc res t ransact ion informat ion and al lows vendors to determine 
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t r a n s a c t i o n . 

/n/eg/er 17|fc>; 

[84] The 41 uthor izat ion of a part icular t ransact ion in Checch io is not done by enabl ing 

or d isabl ing a bank account . Checch io descr ip t ion env isages an authent icat ion 

database wh ich stores deta i ls to permi t the future conduc t of a single t ransact ion. The 

c la ims in Checch io ar ises f rom the fact that the pu rchaser has to de termine the ID of the 

vendor, the t ransact ion amount and perhaps cer ta in other opt ional parameters 

associated wi th a part icular t ransact ion. These deta i ls are stored in 'an authent icat ion 

database ' and wil l in due course be used in o rder to authent icate a part icular 

t ransact ion. This teach ing is very di f ferent to that of the patent in suit. Integer 17(b) of 

the patent in suit is therefore not present in Checch io . 

integer 17(d) 

[85] In Checch io the informat ion is stored in an 'authent icat ion da tabase ' wh ich by 

definit ion is not an 'account status da tabase ' and is incapab le of reflecting the status of 

an account. Th is integer is s imi lar ly not present in Checch io . 

[86] Overa l l , Checch io , l ike McAl l is ter , does not g ive a 'clear and unmis takab le ' 

direct ion to per form the s teps of the me thod of c la im 17 of the patent in suit 



Cla im: . 1EJ and 10 

[87] It fol lows that absent an account status da tabase t he ie cannot be any 

in terrogat ion, and accordingly, no s ta tus in the bank account can be changed. 

Landry 

[88] Landry descr ibes a sys tem and method of paying bills w i thou t requir ing interaction 

with the payer d isc losed. In te rms of th is sys tem, both the payer and payee have to 

subscr ibe to the system wh ich is under the control of a third party, who operates the 

sys tem. The system includes a payer control interface, a commun ica t i on interface, a bill 

generator , and a Transfer C o m m u n i c a t i o n Faci l i tator (TFC) m e s s a g e generator. The bill 

generator generates bill records f rom the payer and payee in format ion stored within the 

sys tem for recurr ing bills. The payer m a y alter the payment a m o u n t and date for the bill 

as wel l as reverse payment of a bill a l ready paid. The payer record status is used to 

ind icate the status of a payer w i th in the system and conf i rm whe the r an obl igation 

submi t ted by a payee may be paid or not. The payer s tatus may be one of the values: 

act ive, temporar i ly suspended , pe rmanen t l y s u s p e n d e d , c losed or deleted. The 

de fendants rel ied on the 'Tempora ry Suspens ion ' and 'Hold On Payer/Chi ld Transfer 

Record ' modes , for a content ion that th is system is capab le of enab l ing and disabl ing of 

the account status for author is ing a t ransact ion. 

[89] The latter mode, whe re a 'ho ld ' is p laced on a part icular 'Payer Chi ld-Transfer 

record, is an occurrence revers ing a t ransact ion after the goods had been del ivered 



This is cauain ly what ihc pa ien i in suit leacho., , which is ta |>ievoril unouihoii.-v-d 

t ransact ions f rom occua ing in the first place. 

Stein 

[90] Ste in concerns the purchase of in format ion over the internet and is des igned to 

prevent the broadcast of bank deta i ls over the internet. It is d i rec ted to authent icat ion 

and not author izat ion. It requires contact be tween and payer and a payee and the 

ver i f icat ion of the payer 's detai ls prior to any payment being made . The re is no account 

status da tabase in Stein nor is there any designat ion of the accoun t as being enabled or 

d isab led, it is s imply a process of veri f icat ion rather that a l terat ion of a bank account 

status. It was suggested dur ing the cross-examinat ion of Mr. Za tcov i ch that the funct ion 

wh ich permi ts the purchaser to say l y e s " > "no" or " f raud" in response to conf i rmat ion of a 

s ingle t ransact ion, is equivalent of enabl ing or disabl ing of the account as found in the 

patent in suit. Mr. Za tcov ich d is t ingu ished Ste in by stat ing that it p rov ided for a certain 

port ion of onl ine t ransact ions, very se lected ones for that matter. Perhaps the most 

d is t inguishing factor is that the sys tem in Stein is meant for buy ing in format ion, and not 

for mak ing purchases. There is no d iscuss ion in the patent as to how one could handle 

physical t ransact ions, even if one accepts that it is conce ivab le that one cou ld buy, say 

an e lectronic book, as sugges ted by Mr. Ginsberg. I therefore conc lude that Stein does 

not have the essentia) integers of any of the c la ims, and did not ant ic ipate the invent ion. 



l o e - j i io lude Oil till;, a s p o s l , I i ind that eer ie oi tne pries a d K- i ied u p o n by the 

d e f e n d a n t s a n t i c i p a t e d the inven i ion in t h e p a t e n t in suit , ' t h e d e f e n d a n t s h a v e fa i l ed to 

d i s c h a r g e the onus rest ing on thern , 

Lack of invent ive s tep. 

[92] A patent may be revoked in terms of s 61 {1) of the Act on the g round that it is not 

patentable under s 25 . In terms of s 25(1) to be patentab le the invent ion mus t be one 

'which involves an invent ive step'. 

Sect ion 25(10) of the Act provides that: 

"(10) Subject to the provisions of section 39(6), an invention shall be deemed to 

involve an inventive step if it is not obvious to a person skilled in the art, having 

regard to any matter which forms, immediately before the priority date of the 

invention, part of the state of the art by virtue only of sub-section (6) (and 

disregarding sub-sections (7) and (8))." 

[93] In relat ion to obv iousness , it is the technica l ev idence by exper t w i t nesses wh ich 

consti tutes the pr imary ev idence in respect of (i) the nature of the step c la imed to have 

been inventive;(i i) the state of the art as at the priority date relevant to that s tep ; and (iii) 

the respect or respec ts in wh ich the step goes beyond or differs f rom that s tate of the 

art: See Schlumberger Logelco v Coflexip SA:5 where it was remarked as fo l lows: 

It is the technical ev idence by expert w i tnesses in respect of the nature of the step 

c la imed to have b e e n inventive, the state of the art as at the priority date relevant to 

th' Jt step and the respect or respects in which the step goes beyond or differs 

' ' MO > ( l ) 8 A ]() (SCA) p;»,i : I 



EVJL'juc-';- II is d ' A N Fic• • r 1 v. i NDMCJ of its.': f. nsign-Bic! ilord case, zi. 8 i U-83A, ihat the 

Court considered the question of obviousness on that basis. The technical evidcr -e 

of the witnesses was considered without any reference to their opinions as to 

whether the invention was obvious. E:.xpert witnesses who are either of the opinion 

that the invention is obvious or that it is not obvious would almost invariably give the 

primary technical evidence. In these circumstances it may sometimes be difficult to 

avoid them expressing the conclusion that the step is either obvious or not obvious, 

but that would do no harm so long as is borne in mind that that conclusion is 

immaterial.' 

[94] T h e general approach on the issue of obv iousness was recently stated by the 

Sup reme Cour t of Appea l in Ensign-Bickford (South Africa) (Pty) Ltd and Others v AECi 

Explosives & Chemicals L f d 1 6 : 

"As is pointed out in Roman Roller CC and Anther v Speedmark Holdings (Pty) 

Ltd 1996 (1) SA 405 (A) at 413, in order to apply these provisions (of the Act) to a 

particular case it is necessary to determine what the art or science to which the 

patent relates is, who the person skilled in the art is and what the state of the art 

at the relevant date was. But the inquiry, in my view, must then proceed further. 

After those factors have been determined, a more structured inquiry must be 

undertaken. For this, it is appropriate to adopt tests formulated in certain English 

authorities. The tests proposed do not differ from some of the inquiries suggested 

in the earlier practice in our courts but they are conveniently arranged in a 

suitable sequence in the case of Molnlycke A3 and Another v Procter and 

Gamble Ltd and Others (No 5) (1994) RPC 49 (CA) at p115. Four steps are 

identified. They include or restate in part what has been said above but may be 

taken to conveniently list the inquiries to be made: 

"(1) What is the inventive step said to be involved in the patent in suit? 

(2) What was, at the priority date, the state of the art (as statutorily 

defined) relevant to that step? 
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(3) In what respect does the step CJCJ beyond, or differ from, that st.-'te 

of the art? 

(4) Having regard to such development or difference, would the taking 

of this step be obvious to the skilled man?' 

See a lso Ausplow (Pty) Ltd v Northparku where the S C A c i ted wi th approva l the test as 

was rest ructured in Pozzoli Spa v BDMO SA & Another^8, as fo l lows: 

"(a) Identify the notional 'person skilled in the art'; (b) Identify the relevant common 

general knowledge of that person; (2) Identify the inventive concept of the claim or if 

that cannot readily be done, construe it; (3) Identify what, if any, differences exist 

between the matter cited as forming pad of the 'state of the art' and the inventive 

concept of the alleged invention as claimed as construed; (4) Viewed without any 

knowledge of the alleged invention as claimed, do those differences constitute steps 

which would have been obvious to the person skilled in the art or do they require any 

degree of invention? 

[95] In Notihpark Trading v Ausplow (Pty) Ltd19 at para 13 w e were , once again, 

reminded against the danger p o s e d by hindsight in assess ing whether a step is 

invent ive: 

'What with hindsight, seem plain and obvious, often was not so seen at the time.' 

[96] I p roceed to cons ider the facts against the factors men t i oned above . 
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Person skilled In tho ad 

[87] It was submi t ted that Mr. Zatcovic; , is not a person ski l led in the art a.t the priority 

da te . I do not agree . Accord ing to the uncont rover ted ev idence , he has b e e n involved in 

computer sc ience sof tware and sys tem deve lopment for 30 years , 2 5 of which he 

ga ined exper ience in authent icat ion of e lectronic t ransfers. In the last 8 years he has 

been involved with bank ing t ransact ions. This is the art to wh ich the patent in suit 

relates. 

77?e inventive concept 

[98] Mr. Zatcov ich test i f ied that a l though var ious at tempts we re m a d e in the 1990's 

and ear ly 2000 's to dev ise a m e t h o d for send ing secured internet t ransact ions, but 

noth ing really came of those efforts. Th is resul ted in the preva lence of credi t card fraud 

in three forms he ident i f ied. The patent in suit provides a s imple and un ique method 

through added secur i ty for onl ine t ransact ions. 

The differences between the invention and 'prior art' 

[99] F rom the d iscuss ion on novel ty above, it is qui te clear that each of the prior art 

documents ci ted, had each very d isadvantag ing l imitat ions. For examp le , to use 

McAll ister one has to have access to a landl ine, which can be inconvenient , whereas 

the present invent ion is su i ted for conven ient ce l lphone use. For Checch io , one has to 

know the identi ty of the vendor and the amount of the t ransact ion. The l imitat ion, and 

c lumsiness, of this sys tem was apt ly demons t ra ted dur ing the cross-examinat ion of 

Mr. Bruynso, Mr. Puckrin postu lated his trip to Cape Town as an example . For him lo 
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exactly wha t restaurant he would dine in, and the exact amount for the mea l ! Landry 

and Stein descr ibe very different methods to the patent in suit. 

Inventive s tep? 

[100] Mr Zatkov ich test i f ied that the invent ion w o u l d not have been obv ious to h im, as 

a ski l led addressee , at the priority date. He test i f ied that at the priority date he w a s not 

aware of anyone in the industry who ever cons idered using such a s imple so lut ion for a 

complex p rob lem of the three forms of f raud. 

[101 It is c lear that S tandard Bank was part icular ly in terested in the invent ion d isc losed 

in the patent in suit . Counse l for the plaintiff po in ted out that had the invent ion been so 

obvious then, it is inconce ivab le that Standard Bank wou ld have enter ta ined Dr Reiners 

on so many occas ions and even requested h im for an RFI , I agree. The very fact that 

Standard Bank reques ted exclusivi ty on the negot ia t ions, suggests qui te s t rong ly that 

it's technical adv isors regarded the patent as invent ive. There is no exp lanat ion as to 

why its off icials did not even have the cour tesy to revert to Dr. Reiners. 

[102] Cons ider ing the ev idence of both exper t w i tnesses , I am sat isf ied that at the 

priority date, the pa ten t in suit involved an invent ive s tep. The defendants bore the onus 

of proving that the c la ims are invalid on the g rounds of obv iousness. They have fai led to 

d ischarge that onus . 
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[103] I have found c la ims 17, iB and 19 to be val id and infr inged. No submiss ions 

have been made on behal f of the plaint i f f opposing the de fendants ' counterc la im for 

revocat ion of claims 1 - 1 6 and 20 - 25. The counterc la im should therefore be granted 

for revocat ion of those c la ims. There is therefore part ial val idi ty of c la ims. S 68 of the 

Act provides as fol lows: 

"68. Relief for the infringement of partially valid specification 

Where in any proceedings for infringement of a patent, the commissioner finds 

that any claim in the complete specification in respect of which infringement is 

alleged, is valid, but that any other claim therein is invalid, the following 

provisions shall, notwithstanding anything contained in section 66(5), apply, 

namely -

(a) If a counterclaim for the revocation of the patent has been made in 

the proceedings on the ground of the invalidity of any claim in the 

specification, the Commissioner may postpone the operation of any 

order issued thereon for such time as may be required to enable the 

patentee to effect any amendment of the specification pursuant to 

the conditions imposed by the Commissioner, who may attach such 

other condition to any order to be issued on the counterclaim as he 

may deem fit; and 

(b) when the specification has been amended in terms of paragraph (a), 

the Commissioner may, subject to such order as to costs as he may 

issue and as to the date from which damages shall be calculated, 

grant relief in respect of any claim which it had, before the 

amendment, being found to be valid and infringed, and in exercising 

his discretion he may take into consideration the conduct of the 

patentee in inserting in the specification those claims which have 

been found, before amendment, to be invalid or permitting such 

claims to remain there ' 



['10-11 T h e defendants argued that in te rms of the ahova prov is ions, the plaintiff is net 

ent i t led to any relief, 7hey sought an order d ismiss ing the p la in t i f fs c laim with casts. 

They p laced reliance for such conten t ion , on Deton Engineering Pty Ltd v McKelvey and 

Others20; in which it was conc luded that the court is not e m p o w e r e d to grant relief on 

in f r ingement proceedings where one or more of the c la ims of a patent are invalid unless 

and unti l the defect had been rect i f ied by proper amendmen t . 

(See a lso H. Lundbeck A/S and Another v Cipla Medpro (Pty) Ltd21 and Ausplow Pty v 

Northpark Trading Ltd and Others22). 

[105] In Pfizer Ltd and Another v Cipla Medpro (Pty) Ltd and Others23 Botha J 

exp ressed a view, albeit obiter, that the interpretat ion of s 6 8 in Deton Engineering 

might be open to doubt, having desc r ibed counsel 's a rgument before h im (contra Deton 

Engineering), to be 'persuasive ' . However , as the issue before h im involved a simple 

app l ica t ion to correct clerical errors of the patent spec i f ica t ion, wh ich was ripe for 

hear ing , he considered the appl icat ion wi thout having to be seized of the task of 

de te rm in ing the correctness or o therw ise of Deton Engineering. 

[106] No argument was prof fered that the conclus ion in D e f o n Engineering is 'clearly 

w rong ' (for I can only deviate f rom it if I f ind that to be the case) . Counsel seemed to be 

in a g r e e m e n t in principle on the cor rec tness of the conc lus ion in that case . However, 

"° 119S ftP ?.3S (<T) of 23£iL - 239B 
"' :H0S l i lP ','<) f f T l n r - i l | 
'-' 2010 HP 51 (CP) paia 20 
:"' 20HS HIP ] (CP) 



counsel for i i io plaint i f l souciht lo dist inguish the si tuat ion in that case f rom the present, 

for the plaintiff to escape the effect of the j udgmen t in Deton Engineering. 

[107] The dist inct ion is sa id to be this. In that case , where an inter im interdict was 

sought , there was no counterc la im for renovat ion, whereas in the present case there is 

an act ion for f inal relief and a counterc la im for revocat ion. This , counse l submi t ted , was 

a dist inguishing factor 'wh ich took the matter ent irely out of sect ion 68 of the Act ' . Wha t 

is said to be a d is t ingu ish ing factor between the present case and Deton Engineering, 

namely the absence of a counterc la im, was expressly cons idered by V a n Di jkhorst J 

'not to affect the issue ' . 

[108] I am not ent irely cer ta in what the content ion between counse l w a s in this regard, 

for, they seemed to be in ag reement as to the proposed order to make . W h a t e v e r the 

posi t ion is, I must m a k e an order that ref lects my f indings, which also take takes into 

considerat ion a c lear d iscret ion af forded to m e in terms of s 68(a). 

[109] To s u m up: I have found that c la ims 17, 18 and 19 are val id and are in f r inged by 

the MobileMoney. T h e patent surv ived the prior art relied upon by the de fendant . 

Similarly, I have found the patent to be invent ive. The order I must m a k e there fo re is to 

revoke c la ims 1-16 and 20-25 , but suspend the operat ion of the revocat ion order, in 

order to afford the plaintiff an oppor tuni ty to apply for an a m e n d m e n t of the 

speci f icat ion. 



[ i 10] I rnaliy. the issue of costs This is a matter wh ich is wi th in my d iscret ion, w l v c h of 

course, must be exerc ised judiciously having tegn rd to ail the c i rcumstances . In this 

regard I take into account prel iminary and in ter locutory appl icat ions brought by the 

defendants before and dur ing the tr ial . In m y v iew those were s ide- issues wh ich 

resulted in unnecessary was ted costs and court t ime. In the c i rcumstances I a m of the 

view that a fair and equ i tab le order wi th regard to costs is that the plaintiffs are ent i t led 

to the costs of prov ing infr ingement. The de fendan ts are of course ent i t led to the costs 

relevant to their coun te rc la im. The costs consequen t on emp loyment of three counse l 

(for the plaintiff) and two counsel (for each of the first defendant , on the one hand , and 

the second and third defendants , on the other) are appropr ia te. There is no doub t that 

this matter wa r ran ted emp loyment of more than one counse l , given its impor tance to the 

parties and the invo lved nature of the issues. 

[111] For all of these considerat ions, I m a d e the order referred to in pa rag raph 1 

above. 
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