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PLEWMAN JA 

The amendment to patent specifications in terms of Sections 50 

and 51 of the Patents Act N o 57 of 1978 ("the Act") has become a 

contentious matter. This appeal concerns amendments to the 

complete specification of South African Letters Patent N o 77/1894 in 

respect of an invention entitled "Disposable Diaper with Elastically 

Constricted Crotch Section" ("the patent"). Reports of patent cases 

show that the patent (the term of which has n o w finally expired) has 

formed the subject matter of litigation in at least eight other 

proceedings and, so the Court was informed, there is still litigation in 

progress which will be affected by the decision in this appeal. A n 

observation that the fields of human endeavour in which ingenuity 

may be applied in pursuit of financial gain seem infinitely wide may 

perhaps be excused. 

B y a notice filed on the afternoon preceding the hearing the 

respondent withdrew its opposition to the appeal and abandoned its 
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cross-appeal. A n explanation of the origin and the form of the 

proceedings is called for. In 1995 the appellant, w h o had taken 

assignment of the patent, instituted an infringement action against the 

respondent. It also launched an application for the grant of a 

temporary interdict against the respondent. Respondent entered an 

appearance to defend the action, opposed the application and went 

onto the offensive by applying on motion for the setting aside of three 

amendments which had been made to the patent in the years 1982 and 

1993. 

The interdict application and the application to set aside the 

amendments were argued before Preiss J, sitting as Commissioner of 

Patents, on 12 M a y 1995. In so far as the application to set aside the 

amendments was concerned, he with the consent of the parties and 

after what is described in the judgment as a "brief argument" referred 

the application to the full court. The reason for this order was that 

there had been a number of conflicting decisions in the 
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Commissioner's Court dealing with the basis of applications for 

setting aside amendments of patent specifications - as indeed there 

have. The application to set aside the amendments was then argued 

before a full court on 11 June 1996. The decision of the full court is 

reported as Proctor and Gamble SA (Pty) Ltd v Carlton Paper of 

South Africa (Pty) Ltd and Another 1997 (3) S A 292 (T). (The 

appellant has since that hearing changed its name.) The court set 

aside all three amendments. 

O n 2 December 1996 leave to appeal to this Court was granted 

by the full court (which had sat as a court of first instance). In so 

ordering, the court also granted leave to the respondent to cross-

appeal. The cross-appeal concerned an attempt by respondent to lead 

further evidence in the application to set aside the amendments. N o 

order was made thereon. Consequently no appeal lay - a situation 

which was merely the final episode in a comedy of errors which it is 

happily unnecessary to discuss. The "cross-appeal" has been 
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abandoned as has been pointed out and no more need be said of it. 

It remains only to state that the full court's order has not been 

rendered academic by the settlement of the litigation between the 

parties which led the respondent to withdraw its opposition to the 

appeal. The respondent has not abandoned the order in its favour. It 

has merely withdrawn its opposition to the appeal. The court's order, 

since it affects the state of the specification (in effect as of 1982), is 

an order in rem. It will also have a bearing on other litigation still 

pending. 

The order of the court a quo covers what are referred to in its 

judgment as "the first", "the second" and "the third" amendments to 

the patent specification. The main question in contention is the 

proper interpretation of s 51(10) of the Act, but it is necessary to set 

out the full sequence of events. These are as follows. The patent was 

applied for by Kimberly-Clark Corporation of the United States of 

America as a convention application on 17 December 1976. Priority 
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was claimed on the basis of a United States patent application made 

on 29 March 1976. The patent was granted on 5 July 1978 under the 

provisions of the repealed Patents Act No 37 of 1952. In terms of s 

3(l)(a) of the present Act (which came into force on 1 January 1979) 

the validity of a patent for all purposes is to be determined under the 

provisions of the 1952 Act but any amendments to the complete 

specification sought after January 1979 had to be made in terms of the 

present Act. 

On 19 February 1982 Kimberly-Clark Corporation applied in 

terms of s 51 of the Act, which deals with amendments to patent 

specifications, for the first amendment, giving as its reason for so 

doing a desire "to limit and clarify the scope of the claims". This 

amendment was allowed by the Registrar of Patents ("the registrar") 

and the amendment was entered in the register. 

On 15 November 1990 the patent was assigned to appellant. 

On 6 December 1993 appellant applied (simultaneously) for the 
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second and third amendments. The normal term of the patent had by 

this time already expired but had been extended for five years by an 

order of the Commissioner of Patents. (Details of this order are not 

given in the record but the order would have been made in terms of 

s 39 of the 1952 Act on the grounds that the patentee had not derived 

adequate remuneration. The extended term expired on 29 March 

1998.) The second application was purportedly made in terms of s 50 

of the Act which deals with the correction of clerical errors and the 

amendment of documents for the amending of which no express 

provision is otherwise made in the Act. The third amendment (an 

amendment in precisely the same terms as the first amendment) was 

sought again in terms of s 51 of the Act. The reasons for this double-

barrelled procedure is made evident by the reasons for the third 

amendment given in the appropriate form - Patents Form 13. I quote 

the substance thereof. 

"The Patentee hereby applies afresh to amend the complete 

specification of the above patent as shown on the attached relevant 
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pages of that specification. The full reasons for making the 

amendment are as follows:-

The claims of the complete specification of the patent were 

amended in terms of an application to amend made by the then 

patentee on 19 February 1982 ('the earlier application to amend'). 

A copy of the earlier application to amend is annexed hereto 

marked 'A'. 

In the earlier application to amend, the full reasons were given by 

the then patentee as being to 'limit and clarify the scope of the 

claims'. 

The present patentee believes that, in the light of recent judgments 

of the Commissioner of Patents, the earlier application to amend 

could be open to attack by a third party on the basis that the 

reasons given were not sufficiently 'full', with the result that the 

earlier amendment could be set aside by the Commissioner. 

The patentee has thus today, on form P4, withdrawn the earlier 

application to amend, and has abandoned the allowance thereof 

and now hereby applies for the allowance of precisely the same 

amendment as was allowed following the earlier application to 

amend. 

The nature of the earlier application to amend and the present 

application is by way of a limitation of the claims of the patent. 

The full reasons for making both the earlier and the present 

applications are to avoid prior art which has come to the patentee's 

attention and, more especially, the disclosures contained in the 

specification of United States patent 3,860,003 granted to Buell. 


