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Case No: 423/93

IN THE SUPREME COURT OF SOUTH AFRICA

(APPELLATE DIVISION)

In the matter between:

SMITHKLINE BEECHAM CONSUMER BRANDS (PTY) LTD

(formerly known as BEECHAM SOUTH AFRICA (PTY) LTD)

AND .

UNILEVER PLE . it vi s ien s nnanniassonesosnnanannnnosas

Coram: CORBETT €J, JOUBERT, STEYN, EKSTEEN JJIA et

OLIVIER AJA

Heard: 17 February 1995

Delivered: 27 March 1995

+e» Appellant

. Respondent




JUDGMENT

EKSTEEN, JA

it appears from the papers before us that

the appellant caompany has been selling striped tooth-

paste

in South Africa since 1974. Originally the

stripes were in a3 combination of blue and white, but

since

paste

1984 it has also sold a three-coloured tooth-

in blue, red and white, and, since 1986, also

in green, red and white. In 1988 the sales of

appellant's striped toothpaste in South Africa ampunt-

ed to

total

years

paste

some R25 149 000 and comprised 22.2% of the

South African market for toothpaste. Over the

the appellant advertised its striped tooth-

range extensively at considerable expense.
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The appellant applied to the Registrar of

Trade Marks for the registration of seven different

trade marks. All the applications were in class 3

in respect of toothpaste and dentifrices included in

that rclass.

These applications were opposed by the

respondent. The respondent, it appears, is also a

seller of toothpaste, and is the proprietor of a

trade mark registered on 7 May 1973 for a striped

toothpaste in class 3 in respect of dentifrices,

The respondent objected to the registration of the

applicant's proposed trade marks on the basis that they

offended against the provisions of sectien 17(1) of

the Trade Marks Act No 62 of 1983 {("the Act") in that
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they_sn resembled respondent's registered trade mark that
they would be likely to deceive or cause confusion.

The matter came before the Assistant
Registrar of Trade Marks in terms of section 29 of the
Act, and on 27 April 1992 he refused all seven appli-
cations with costs. The appellant thereupon appesled
to the Full Bench of the Transvaal Provincial Division,
in terms of section 30 in respect of 8ix of the appli-
cations. The seventh application was expressly aban-
doned at the appeal. This appeal was unsuccessful
and the appellant now appesals to this Court in terms
of section &3 of the Act,

In the light of the form the proceedings

have taken there are presently six sepsrate appeals
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before us, i e one in respect of each of the six trade
marks that the appellant seeks to register. The
principles applicable in each case are however identical.
This prompted both the Assistant Registrar and the Court

3 guo to deal with all six applications in one compend-

ious judgment. I shall also deal with all the present

appeals in this one judgment.

The respondent's trade mark is as follows:

7212827, in Class 3; Denvivices in the name of Unijever
Limited. 1 British company of Port Suniight. Chesdise.
Eagland. Address for service: Messts Spaor & Fisher Masada
Buildings. Paul Kruger Sirest, Pretoria,

I,

Registration af this (rude mark shail nat comier exefusive
rights to the uss of 1ne brusn and 1ude devicd.
The eszential and distinctive features of the mark are the
' red sieipes in white teoth gagie as demsisd 1o Ine fepresen-
; arion afiixed to the application form.
! ‘ Assosiated with No, 70/4187.
Section 14 (1) {b) appiicatian.
- Filed =4 May 1972,

As can be seen it depicts a piece of white toothpaste

with two red stripes in it, being squeezed from a tube

into the bristles of a toothbrush, All this is dis-
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played against a dark background. Immediately below
the representation the following disclaimer appears,
viz
"Registration of this mark sbhall not confer
exclusive rights to the use of the brush
and tube device"
and then it goes on to say
"The essential and distinctive features of
the mark are the red stripes in white tooth
paste as depicted in the representation affixed
to the application form" - i e the representa-
tion reproduced above,
The six trade marks which the appellant now
seeks to have registered are numbered 82/7640, 82/8530,
B2/8767, 82/8768, 82/8769 and 83/5167 and are the

following:
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8277640 in Class 3: Toothpasies «=d dentifrices included in this class; in

the name of BEECHAM 5Q AFRICA (PROPRIETARY)

2 South African Company of 21 Wrench Road, Isando, Transvaal, Address

for Service: Messts, D. M. Kisch Incorporated, Corporation Building,

Commissioner Sireet, JOHANNESBURG.

Associated with 828635,
Applicagts limit their rights to the blue and white stripes aliemaring as

shown in the representation on the application form.
-~ Applicants undestake that, in use, the blank space appearing in the Tad

mark will be occupied only by matier of nonvrade mark chacacter or by a
trade mark registered in the name of the applicants in respect of the same
goods, or by a trade mark of which the applicants are Regystered Users, in
respec of the same goods, ot by a trade mark of a Registered User with the

consant of the propretors of such mark.
Toothpaste devices are comman in the class.
FILED: 30 Seprember 1982. N
82}8.530 in Class 3: Toothpaste and dentifrices included in this class: in
the name of BEECHAM SOUTH AFRICA {FROPRIETARY) LIMI{TED.

a South African Company. 21 Wrench Road, Isando, Transvaal. Addvess
for Service: Messts. D. M. Kisch Tncorporated. Comporation Building,

Conunissioner Street, Johannesburg,

Iz use the stripes will be restricied to the colours Blue, White and Red.

Registration of this Trade Mark shall give no right 10 the exclusive use of

adevice of a toothbrush separately and apars from ihe mark.
Associated with 32787¢7.
" FILED: | November 1982

82/8767 in Class 3; Toothpaste and deniifrices included in this class: in
the name of BEECHAM SOUTH AFRICA (PROPRIETARY) LEMITED a
Sowh African Company of 21 Wrench Road. Isando. Transvaal, Address
for Service: Messrs, D. M. Kisch Incorporated. Corporation Building.
Commissioner Strect, JOHANNESBURG.

Applicants fimit their ghts 1o the colours red, white and preen.

Registration of this Trade Mark shall give no right to the exclusive use of
\he device of 2 toothbrush separately and apart from the mark.

Associated with 82/8530.
FLED: 10 November 1981
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82/8768 in Class 3; Toothpaste and dentifrices included in this class; in
the name of BEECHAM SQUTH AFRICA (PROPRIETARY) LIMITED,
a South African Company of 21 Wrench Rosd, ISANDO, Transvaal,
Address for Service: MESSRS. D. M. KISCH INCORPORATED, COR-
PORATION BUILDING, Commissioner Street, JOHANNESBURG.

“Applicants limit their rights (o the colours red, white and green.
Applicants undertake ihat, in use, the blank space appearing in the trade

mask will be occupied only by mrﬂfnon-mdemmtchmcterorbya
trade mark registered {n the name of the pplicants i respect of the same
goods, or by a trade mark of which the applicants aze Regisiered Users, in
respect of the same goods, or by # trade mark of a Registered User with the
consent of the proprisiors of such mark.

Associated with §2/8769,

HI.ED: 10 NOVEMBEER, 1982.

82/8769 in Class 3: Toothpaste and dentifrices included in this class: in
the name of @EECHAM SOUTH AFRICA ¢ PROPRIETARY} LIMhl'l{‘fD,
a Sowth African Company of 21 Wrench Road, 1SANDO, Transvaal.
Addrexs for Service: MESSRS. D, M. KISCH INCORPORATED, COR-
PORATION BUILDING, Commissionsr Street, JOHANNESBURG.

Applicants limit theif tights 1o the eolours red, white ang blue,
Applicante undertake that, in vse, the blagk Space appearing {n the (rade

/moack will be occupied onlly by maner of non-trde mark character or by a

,trade mark registered in the name of the applicants

N respect of the same

goods, or by a trade mark of which the applicants are Registe i
respect of the same goods, or by a trade mark of Registcgn:d l‘;;r{{m?ﬁ
consent of the proprietors of such mark.

Associated with 828768,

FILED: 10 NOVEMBER 1982,

83/5167 in Class 3; Toothpasie and dentifrices included jn this ¢lass; in
the name of BEECHAM SOUTH AFRICA (PROPRIETARY) LIMITED &
South African Company of 21 Wrench Road, Isanda, TRANSVAAL.
Address for Serviee: MESSRS. D. M, KISCH INCORPORATED, Cor-
poration Building, Commissioner Stregr, JIOHANNESBURG.

FILED: 27 JULY 1983,
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As can be seen three of these marks de-
pict pieces of toothpaste on a toothbrush, and the
pther three merely, what the Assistant Registrar and
the Judge a quo refer to as a "slug" of toothpaste -
an inelegant and repellant description which tends
to conjure up an unpalatable association ;ith the slimy
gasteropod which is the bane of many a gardener's
life. For lack of a better word 1 shsll simply refer
to it as a "piece" of toothpaste. In each instance
the mark is displayed against s white background.

In the first five the appellant limits its rights to
the colours as depicted in each of the respective
representations. The only exception is B3/5167 where

there does not appear to be any such limitation.
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In the course of his argument before us, however, Mr

Puckrin who appeared on behalf of the appellants,

tendered a limitation in respect of that trade mark
too, to the colours depicted in the representation
together with a disclaimer of the brush,

The respondent's objection to appellant's
application for the registration of these trade marks
was based on the provisions of section 17(1) of the Act.
The relevant provisions of that section read as follows:

"17(1) .... no trade marks shall be registered
if it so resembles a trade mark belonging

to a different proprietor and already on

the register that the use of bath such

trade marks in relationm to goods or ser-

vices in respect of which they are sought

to be registered, and registered, would

be likely to deceive or ecause confusion.”
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