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CORBETT CJ: 

This case is concerned with what has become 

known as "parallel importation" and it represents an 

attempt to prevent this by means of the law of copyright. 

In the Court a quo, the Durban and Coast Local Division, 

the attempt failed. The appeal to this Court seeks the 

reversal of the decision of that Court, which has been 

reported (see Frank & Hirsch (Pty) Ltd v A Roopanand 

Brothers (Pty) Ltd 1991 (3) SA 240 (D & CLD). 

The appellant, a South African company with its 

principal place of business in Johannesburg, trades as an 

importer and distributor of, inter alia, blank audio and 

video cassette tapes. Since 1974 appellant has acted as 

the sole and exclusive importer and distributor of blank 

TDK audio recording tapes ("TDK tapes") in terms of a 

distributorship agreement entered into between appellant 

and the manufacturer of TDK tapes, TDK Electronics Co Ltd 
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of Japan ("TDK Electronics"), and the exporter of these 

tapes, Furukama Trading Company Limited, of Japan. 

Included in this agreement (which I shall call "the 

distributorship agreement") are clauses in terms of which 

(i) TDK Electronics grants appellant the right to be the 

exclusive distributor of TDK tapes in the Republic of 

South Africa and in certain other Southern African states 

(referred to as the "Territory") and (ii) appellant un­

dertakes not to sell sound recording tapes or similar 

products of "other parties" in the Territory. 

At the time of the proceedings in the Court 

below the distributorship agreement was still in opera­

tion. It is common cause that TDK tapes are amongst the 

most famous and popular makes of blank audio cassette 

tapes in the world. Since 1974 appellant has esta­

blished throughout South Africa a network of dealers to 

whom it supplies TDK tapes; and these tapes are stocked 

by many retail outlets in South Africa. They are one of 
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the best selling brands of blank audio cassette tapes in 

South Africa. Appellant spends considerable sums of 

money each year on advertising and otherwise promoting 

the sale of TDK tapes and thereby establishing and main-

taining the pre-eminence of these goods in the south 

African market. The importation and distribution of TDK 

tapes has become one of the major areas of appellant's 

business. 

The respondent is also a South African company 

and it has its principal place of business in Durban. 

Its trading activities comprehend the importation into 

and sale in South Africa of blank audio cassette tapes, 

including TDK tapes. It appears from the answering affi­

davit filed cm behalf of respondent in the Court a quo 

that respondent obtains its supplies of TDK tapes from 

Dialdas and Co of Singapore, which in turn acquires them 

from Hock Cheong and Co, also of Singapore and the auth­

orized dealer appointed by TDK Electronics in Singapore. 
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TDK Electronics supplies these goods to Hock Cheong and 

Co without any restrictions on re-sale; and Hock Cheong 

and Co's supply of the goods to Dialdas and Co and the 

latter's supply of the goods to respondent are similarly 

free of restriction. It appears that it would be unlaw­

ful in terms of Japanese law for TDK Electronics to im­

pose contractual restrictions on the re-sale of TDK tapes 

supplied by it to its distributors. 

The appellant has for some years been very 

concerned about the trading activities in South Africa of 

respondent in regard to the importation and sale of TDK 

tapes, which it terms "parallel importation". It avers 

that a parallel importer is in the nature of a "parasite" 

in that he imports goods for which a ready demand has 

already been established by the regular and authorized 

distributor. The "parasite" slur is, needless to say, 

strenuously denied by respondent. 



In 1986 and after a running dispute for some 

years appellant instituted an action against respondent 

in the Durban and Coast Local Division, claiming that 

respondent's activities constituted the infringement of 

the mark "TDK" and a certain device mark (which appears 

to represent a diamond with its different facets - "the 

diamond device") on the cassette tapes, which were both 

registered trade marks; or alternatively that such 

activities amounted to the contravention of certain 

provisions of the Merchandise Marks Act 17 of 1941. The 

action was heard by Page J, who dismissed it with costs 

(see Frank & Hirsch (Pty) Ltd v Roopanand Brothers 1987 

(3) SA 165 (D & CLD). 

Thereafter appellant and TDK Electronics 

considered other ways and means of preventing the paral­

lel importation of TDK tapes by the respondent. It was 

eventually decided that in order to give effect to the 
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exclusivity of the distributorship agreement TDK Elec­

tronics would assign to appellant all its copyright in 

the literary and/or artistic works comprised in the get-

up and trade dress of TDK tapes. This was done by means 

of a written deed of assignment of copyright entered into 

between the parties in Japan on 4 June 1987. The pre­

amble to the deed recorded that TDK Electronics was the 

owner in South Africa of copyright in -

".... certain original artistic and 

literary works within the meaning of the 

Copyright Act of the Republic of South 

Africa No. 98 of 1978 in the nature of 

packaging, inserts, covers and the like 

for audio cassette and video cassette 

tapes, true copies of which works are 

annexed hereto marked 'A1 - A27' " 

and that it might become the owner of the South African 

copyright in -
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"further artistic and literary works of 

this nature to be made in the future." 

(Annexures A1 - A27 consist of a series of colour photo­

graphs depicting the different aspects of a number of 

different TDK audio and video tapes and showing not only 

the outward get-up, but also what are termed the 

"inserts".) In the preamble- all this was named "the 

copyrighted works". The deed further provided that TDK 

Electronics assigned and transferred to appellant -

"...the full and complete South African 

copyright and all its right, title and 

interest in and to the copyrighted works 

for the full duration of the term there­

of." 

Shortly thereafter, on 16 July 1987, appel­

lant's attorneys wrote a letter to respondent setting out 

the full facts of the matter, including those relating to 
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their exclusive distributorship, the nature of the pack­

aging of the TDK tapes, their claim that the written and 

pictorial material included on such packaging constituted 

literary and/or artistic works in terms of the Copyright 

Act 98 of 1978 ("the Act") and the assignment to appel­

lant of the South African copyright in such material by 

the owner thereof, TDK Electronics, for the full duration 

of the term thereof, and explaining in detail why the 

activities of respondent in importing and trading in TDK 

tapes constituted an infringement of appellant's copy­

right. The letter further demanded that respondent 

refrain from continuing to do so, on pain of legal 

action. 

Respondent's reply was non-committal and, it 

appears, it continued to trade as before. On 15 

December 1987 appellant's attorneys again wrote to 

respondent saying that they had received confirmation 

that respondent had sold in South Africa a TDK tape 
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manufactured after the copyright had been assigned to 

appellant and threatening legal action unless there was 

compliance with the requirements of the letter of 16 July 

1987. 

In January 1988 TDK Electronics adopted a new 

get-up for its TDK D60 audio cassette tapes, one of the 

best selling products of the range of TDK tapes. I 

shall later describe this new get-up which replaced the 

then-existing get-up for these tapes. In September 1988 

a supplementary deed of assignment was entered into 

between TDK Electronics and appellant. The preamble to 

this deed refers to the deed of assignment of 4 June 

1987 and recites that TDK Electronics has adopted a new 

trade dress for its audio and video cassette tapes. In 

the body of the deed it is provided that the artistic and 

literary works embodied in this new trade dress is com­

prised in the:"further artistic and literary works of 

this nature to be made in the future", referred to in the 


