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CORBETT CJ:

The appellant applied unsuccessfully to the
Transvaal Provincial Division for a final interdict based
upon an alleged passing-off by the respondent. With the
leave of this Court the appellant now appeals against the
whole of the judgment of the Court a quo. The facts
upcon which the appeal must be decided are reasonably
straightforward and may be summed up as follows:

The appellant is a South African corporation
which in 1989 acquired the business, together with the
goodwill and trade marks pertaining thereto, of a company
known as Manhattan Confectioners (Pty) Ltd. The busi-
ness formerly conducted by Manhattan Confectioners (Pty)
Ltd was started in 1947 by a family partnership, which
traded as "Manhattan Confectioners", and this business
was taken over in 1967 by Manhattan Confectioners (Pty)

Ltd.



The partnership manufactured and distributed
certain confectionery products Known as marshmallows and
gums and from the inception of the business it used in
relation thereto a trade mark consisting of the word
MANHATTAN written in a special manner (to which I shall
later refer). The partnership's successors-in-title have
continued to run the business in the same way and to make
use of the MANHATTAN mark. At present MANHATTAN
confectionery, in the marshmallow and gum categories, is
sold throughout the Republic of South Africa and in
certain neighbouring countries. The usual retail out-
lets are supermarkets, specialist confectionery stores,
rural trading stores and cafés. The number of retail
distributors selling MANHATTAN confectionery is estimated
at 6000 and appellant's turnover in the field of marsh-
marshmallows and gum confectionery amounted in the year
ended 28 February 1989 to R11,5m. This represents a 29%

share of the Scuth African market for these products.



Over the years appellant and its predecessors
in the business (to whom I shall collectively refer as
"Manhattan Confectioners") have extensively advertised
and otherwise promoted their MANHATTAN confectionery.
It is alleged on behalf of appellant, and not disputed by
respondent, that the trade mark MANHATTAN enjoys a
"considerable reputation” in the confectionery field and
has become distintive of the goods marketed by Manhattan
Confectioners.

The respondent trades, through one of its
divisions, as "Willards Foods". This division
manufactures and distributes what are termed "salty
snacks", mainly potato <chips. Since about 1964 the
trade mark WILLARDS has been used in relation to
respondent's potato chips. This mark has acquired a
substantial reputation in the field of salty snacks,
especially potato chips, and has becone distinctive of

respondent's products. At the time of the litigation in



the Court a quo 37% of the potato chips sold in South
Africa (through about 23 000 outlets}) were WILLARDS
chips; and in the year 1988 respondent's sales of
products bearing the WILLARDS trade mark exceeded R100m
in walue. Respondent marketé its products through the
same kinds of outlets as does appellant.

In July 1989 respondent commenced marketing
potato chips in packets upon which appeared not only the
WILLARDS trade mark but alsc the mark MANHATTANS. In
the main answering affidavit filed on behalf of
respondent it is stated that the word MANHATTANS and the
style of its depiction on respondent's goods (about which
more anon) was used in order to symbolize the well-known
skyline of Manhattan Island in the City of New York and
not as an attempt to imitate the mark used on appellant's
confectionary products. This is not disputed by

appellant.



It is appellant's case, as presented on appeal,
that in marketing its potato chips under the trade mark
MANHATTANS respondent 1is passing off its product "as
being connected in the course of trade" (the words used
in appellant's heads of argument) with the appellant.
And it seeks relief in the form of a final interdict. I
should perhaps at this point make it clear that none of
the trade marks hitherto referred to is registered under
the trade marks legislation.

It is trite law that by adopting the trade mark
of his rival, or one so closely resembling it as to be
calculated to deceive or cause confusion, a trader may be
held to have impliedly represented that his goods are
those of his rival or that they are connected in some way
with his rival. If such conduct causes or is calculated
to cause his rival damage, either in the form of
diversion of custom or damage to or misappropriation of

his goodwill, then the delict of passing-off is committed



and the guilty party may be restrained by interdict from
such conduct.

One of the elements which a plaintiff in a
passing-off action based upon such an implied represen-
tation must establish is a reputation in such trade mark.
By this is meant that by user or advertising or some
Similar means the trade mark has become asscciated in the
mind of the purchasing public with goods emanating from
the plaintiff and has thus become distinctive of his
goods. Because only if there is such a reputation will
the user by the defendant, on his own goods, of this
mark, or one deceptively similar, be capable of amounting
to an implied representation that defendant's goods
emanate from the plaintiff or are connected in some way
with the plaintiff and thus be capable of causing
consequential damage to the plaintiff. In this case
there is no dispute that appellant's trade mark MANHATTAN

has acquired a reputation and in the mind of the



purchasing public has become distinctive of the goods

marketed by Manhattan Confectioners under that trade

il

mark.

(a)

(b)

The two main issues debated on appeal were:

whether appellant has established (for the onus
is on it) that the respondent's use on its
products of the trade mark MANHATTANS is likely
to cause deception or confusion_in the sense
described above; and

whether respondent's aforesaid use of the trade
mark MANHATTANS is calculated to cause

consequential damage to the appellant.

I shall proceed to consider issue (a).

The first point to note in regard to the gues-—

tion of deception or confusion is that the parties do not

carry on their activities in a common field. They

manufacture and market different kinds of product:

certain types of confectionery in appellant's case and



salty snacks, mainly potato chips, in respondent's case.
Appellant attempted, on the papers and in argument, to
make out the case that the parties were in fact engaged
in the same or cleosely related fields of activity; and
in this it was said that they both marketed in the same
kinds of outlets what were termed "impulse foods" or
"snack foods". I do not propose to enter inte the
question as to what these so-called classes of food
comprehend, for, in my view, the classifications are
artificial and ignore what I conceive to be a very
substantial distinction between marshmallows and gums, on
the one hand, and potato chips on the other. Certainly
any confusion which might arise owing to the use by
respondent of the MANHATTANS mark could never result in
the diversion of custom from the appellant: at most it
could cause damage to his goodwill or amount to the
partial misappropriation thereof.

The fact that the parties are not engaged in






