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IN THE SUPREME COURT OF SOUTH AFRICA

{APPELLATE DIVISION)

in the matter bhetween

MARS INCORPORATED APPELLANT
and
CANDY WORLD (PROPRIETARY) LIMITED : RESPONDENT

CORAM: BOTHA, NESTADT, XUMLEBEN, GOLDSTONE JJA
et NICHOLAS, AJA
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JUDGMERNT

NESTADT, JA:

Appellant ('Mars") is a company incorporated in

the United States cf America. It is the proprietor of a
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trade mark "Chappie". The mark is registered in terms of
the Trade Marks Act 62 of 1963 under No 1608/36 in class
31 in respect of "food for animals”. Chapelat Industries
(Pty) Ltd ("Chapelat") was formerly the respondent in the
appeal but Candy World (Pty) Ltd, to which Chapelat has
transferred its business and assets and assigned its trade
marks, was at the hearing substituted as respondent.
Ch&pelat applied in terms of séc 36(1}(b) of the Act for
. an order expunging Mars's mark from the register. This
section empowers the court or registrar cof trade marks, on
the application of "any person aggrieved"”, to order the
removal of a registered trade mark which has not been bona
fide used for a continuous period of five years or longer
prior to one month before the date of the application.
In its application, whic¢h was made to the registrar,

Chapelat alleged such non-user. Mars did not dispute that

it had not used its mark. The ground on which Mars
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opposed the application was that Chapelat was not a
person agdrieved. The registrar upheld this defence and
accordingly refused the application. Chapelat'
successfully appealed to the Transvaal Provinecial
Division. That court held that Chapelat was a person
aggrieved. The dismissal of the application was therefore
set aside. An order removing "Chappie" from the register
was substituted. Mars now -appeals against that order.

In summary, Chapelat's allegation that it is a
person adggrieved under sec 36 is hased on the fact that
the presence of Mars's trade mark on the register is an
obstacle to an application which Chapelat made in terms
of sec 53(1) of the Act for the defensive registration of
a trade mqu in «class 3%, Let me explain this.
Chapelat had for many years been the proprietor of certain
trade marks consisting of or featuring the name

"Chappies'. They are registered in Part A of the
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register in respect of goods falling under class 30, viz,
"sweets, chewing-gum, chocolates and confectionary".
From about 1948 it has used the mark on a type of chewing-
qum called bubble qum. According to Chapelat's evidence
in the sec 36 proceedings, "Chappies" as used in this
manner "is undoubtedly not only a household word but
probably one o©of the best known trade marks in the
countr?“. The further allegation-is made that the mark
has a "very substantial reputation”. In support of this,
details of annual sales and amounts spent on advertising
over a number of years are given. It is said that
Chapelat feared that in these c¢ircumstances confusion
could arise in the market-place 1if '"Chappies" or a
similar name were to be used by other parties on
products other than bubble gum. Chapelat therefore
decided to and did file an application (under No

81/1127) in terms of sec 53(17) for the defensive
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registration of "Chappies" in <class 31. Sec 53(1)

provides inter alia that where the registrar is of opinion

that, by reason of use or any other circumstances, a trade
mark registered in Part A would if used in relaticn to
goods other than the goods in respect of which it is
registered, be likely to be takenl as indicating =a
connection in the course of trade between the first-
mentioned gocds and.the proprietor of the registered mark,
the mark may, on application by the proprietor, be
registered defensively in respect of such first-mentioned
gocds. The section therefore provides for the extention
of the protection afforded the registered proprietor of a
trade mark. Before the introduction of sec 53 in the
1963 Act, the use of or intention to use a trade mark was
essential to procure and retain its registration. Now,
even 1if the proprietor of a registered trade mark does

not use or propose to use it for certain goods, he
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can procure and retain its registration as a defensive

trade mark for such geods {(cf Distillers Corporation (S A}

Ltd vs S A Breweries Ltd and Another 1976(3) 5 A S14(A) at

541 H - 544). The registrar accepted the application
but fellowing on representations by Mars, based on the
presence of its mark (1608/36) on the register, he
provisicnally refused Chapelat's application as being
contrary to-éec 17{1) of the Act. This éection prohibits
registration of a trade mark {even defensively) if it so
resembles the registered trade mark of another proprietor
that the use of both such marks would be likely to deceive
or cause confusion. It was in these circumstances that
Chapelat, wishing to pursue the defensive registration of
“"Chappies”, made application for expungement of Mars's
mark under sec 36(1)((b).

This is a novel case. In most of the reported

judgments (and there are many) the gquestion whether an
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applicant for expungement 1is a person aggrieved has

depended on actual or intended participation by him in the

trade concerned. Here, having regard to the nature of a
defensive registration, this is not so. Nevertheless,
the issue is readily susceptible of resclution. Though

the Act does not define "person aggrieved", its meaning is
by reason of judicial interpretation now reasonably clear.

It was considered by this Court in Ritz Hotel Ltd vs

Charles of the Ritz Ltd and Another 1988{(3) S A 290(A) atl
307 H - 308 E. Applying the criteria there stated, and
dealing with the matter initially in principle only, I am
of the opinion that Chapelat is capable of qualifying as a

person aggrieved and thus having locus standi. NICHOLAS

AJA cites the Apollinaris case [1891) 2 Ch 186 (CA) in

which FRY LJ says (at 225):

YA man in the same trade as the one who has
wrongfully registered a trade-mark and who
desires to deal in _the article in question is

prima facie an 'aggrieved person’'."
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This includes a person whose application to register a

trade mark is blocked by the presence on the register of

an allegedly unused mark (Kodiak Trade Mark [1987] RPC 269
{CA) at 273). I£ is but a small step to conclude that,
in similar circumstances, an applicant for a defensive
registration is alsc a person aggrieved. His motive is
not merely mischievous or fanciful or sentimental. He
would have a substantial iﬁterest in having the offending
mark removed from the register. As appears from the Ritgz
Hotel case (at 308 B), a person over whom an advantage is
gained by a rival trader who is getting the benefit of a
registered trade mark to which he is not entitled, is
aggrieved. Even though Chapelat is not a trade rival in
the normal sense, the principle is applicable. The
consideration by the registrar of Chapelat's application
under sec 53(1) is being blocked by the presence of Mars's

trade mark.

9 e






