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HOEXTER, JA

The appellant ("TWH") and the £first respondent
("AB"”) are 'privafe companies. The second respondent in
this appeal is the Registrar of Trade Marks ("the
registrar"). TWH is the proprietor of five trade marks
("the five marks") registered under the provisions of the
Trade Marks Act, No 62 of 1963, as amended ("the Act").
In the Witwatersrand Local Division TWH instituted an
action ("the action") against AB. TWH sought an
interdict against AB on the grounds of alleged trade mark
infringement and passing off. Thereafter the action was
stayed pending the outcome of an application ("the
application") by AB against TWH-in the Transvaal Provincial
Division ("the court below"). The Jjudgment in the

application is the subject of the present appeal.



In the application AB sought an order directing
the registrar to rectify the register of trade marks by
expunging the £five marks therefrom. The application was
resisted by TWH and, affidavits having been filed by bocth
sides, the matter was heard by McCREATH, J. The learned
judge granted the applicatioﬂ and ordered TWH to pay the
costs thereof, The judgment of the court below has been
reported: Action Bolt (Pty) Ltd v Tool Wholesale Holdings
(Pty) Ltd and Another 1988(4) SA 752 (T)'  with leave of
the court below TWH appeals againt the whole of the
judgment. AB opposes the appeal. The registrar abides
the decision of this coqrt.

The five marks are respectively: {1) 80/6862-
Action Handle Bar ("the AHB mark") registered in Part A of
the register; {(2) B80/6863-Action, registered in Part B;
(3) 80/8267-Action (and man device) registered in Part Aj;

(4) 80/8268-Action Handle Bar (and man device) registered



in Part A; and (5) 83/8992-Action Do-It-Yourself Centres
{and man device) registered in Part A. The five marks are
registered in Class 42 of Schedule IV and each is in
respect of:-

ﬁRetail and wholesale services relating to tocls

{including electrically operated tools and

welding apparatus), hand tools, paint, gardening

and outdoor living requisites and hardware
generally."

For several years TWH has opefafed various retail
hardware stores on the Witwatersrand. IAnother of its
stores sells hardware on a wholesale basis. AB carries on
business as a supplier to the building industry of
fastening systems such as rivets, rivet nuts, screws and
bolts. AB is alsd a supplier of industrial power tools.

During or about the year 1386 AB began to use the
trade name '"Action Fastening Systems", together with a

device, in relation to its products. This led to the

action by TWH against AB; and, in turn, to the application
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by AB against TWH. AB's appiication for expungement of
the five marks was based on the following provisions of the
Act: first, sec 33(1); second, sec 33(1) read with sec
16(1); and, third, sec 36(1)(a) and 36(i)(b). It is
common cause that AB is a "pérson aggrieved" within the
meaning of the aforementioned prbvisions of the Act.

In regard to sec 33{1) of the Act, #B contended
in the court below that the five marks rep:esented entries
"wrongly remaining on the register"” and that they had
furthermore been made "without sufficient cause". In his
judgment (at 753H) McCREATH,_J described as the thrust of
AB's argument:-

.....that the selling of goods, both wholesale
and retail, does not constitute 'services' as
envisaged by the Trade Marks Act and that
régistration as a services mark for 'wholesale
and retail' services is accordingly naot
permissible in law."

The same contention was the main core of the argument

advanced by Mr Bowman who appeared for AB in the appeal.



Service marks first became registrabhle in terms
of amendments introduced by the Trade Marks Amendment Act,
No 46 of 1971. Mr Ple;man,' who argqued the appeal on
behalf of TWH, correctly submitted that in so amending the
Act the Legislature had intended to enlarge the scope of
the monopoly which might be obtained by the registration of
a trade mark; and that the introduction of service marks
in 1%71 was designed to afford additional rather than
alternative statutory monopoly protection.

The definition of a trade mark in sec 2 of the

Act now reads thus:-

"....'trade mark', other than a certification
mark, means a mark used or preposed to be used in
relation to goods or services for the purpose
of - _

{a) indicating a connection in the course
of trade between the goods or services
and some person having the right,
either as proprietor or as a registered
user, to use the mark, whether with or
without any indication of the identity
of that person;
and
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{b) distinguishing the geoods or services in
relation to which the mark is used or
proposed to be used, from the same kind
of goods or services connected in the

course of trade with any other person."
The resultant position is that trade marks used or proposed
to be used in relation to services may be registered and
will enjoy the same protection as those used or proposed to
be used in relation to goods. "The Act does not contain a
definition of “"services", However, a clear
differentiation between the use 0f a mark in relation to
"goods'" on the one hand and "services" on the other, is to
be noticed in sec 2(3) of the Act which reads as follows:-
"2(3){a} References in this Act to the use of a
mark in relation to goods shall be
construed as references to the use
thereof upon, or in physical or other
relation to, goods.

(b) References in this Act to the use of a

mark in relation to services shall bhe

construed as references to the use

thereof in  any relation to the
performance of such services."



In the United Kingdom the Trade Marks Act, 1938, as amendeq,
("the UK Act"), does contain a definition of a "service
mark". Later in this judgment a close examination will be
necessary of a decision in the High Ccurt and the Court
of Appeal in a matter reported only after the application
in the instant appeal had been decided: Dee Corporation
plc and Others \:1990J RPC 159 {"the Dee case"). At this
juncture, however, brief reference may conveniently be made
to a passage in the Dee case in the judgment of FALCONER,
»
J in the Chancesry Division, because it contains a useful
indication of the ambit of the statutory definition of a
"service mark" in the UK Act. At 165 (line 35) ta 166
(line 10) the learned Judge remarked;-
"The Trade Marks {Amendment)} Act 1984 amended the
Trade Marks Act 1938, inter alia, to provide for
the registration of service marks. The
statutory definition of 'service mark', set out
in section 1(7) of the 1984 Act, as amended by

the Patents, Designs and Marks Act 1986, is as
follows:



! 'service mark' means a mark

{including a device, name, signature,
word, letter, numeral, or any
combination thereof) used or proposed
to be used in relation-to services for
the purpose of indicating, or so as to
indicate, that a particular person is
connected, in the course of business,
with the provision of those services,
whether with or without any indication

of the identity of that person.'

Moreover, by the 1984 Act, in section 68(1) of
the 1938 Act, the 'Interpretation' section, there
has been inserted the following definition in

respect of the 'provision of services':

'..provision, in relation to services,
means their provision for money or

money's worth.'

Reading that definition of ‘'provision' into the

definition of 'service mark', the latter may be

written thus:

'In this Act 'service mark' means a
mark (including a device, name,
signature, word, letter, numeral, or
any combination thereof) used or
proposed to be used in relation to
services for the purpose of indicating,
or so as to indicate, that a particular
person is connected, in the course of

business, with the provision for money






