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SMALBERGER, JA :-

The respondent is a company incorporated in the 

United Kingdom where it manufactures and markets, inter alia, 

pharmaceutical / 
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pharmaceutical preparations. It was the registered proprietor 

of South African patent No 69/6021 ("the 1969 patent"), 

entitled "Penicillins", which was granted under the provisions 

of the Patents Act 37 of 1952 ("the Act"). The effective 

date of the 1969 patent was 22 August 1969. It was due to 

expire, in terms of section 28(1) of the Act, on 22 August 1985. 

On 22 February 1985 the respondent lodged an application, in 

terms of section 39(1)(a) of the Act, for the extension of the 

term of the 1969 patent, or the issue of a new patent, for a 

period of three years from the date of whatever order was made. 

The ground for the application was that the respondent had not 

derived adequate remuneration from the patent. Notwith= 

standing the repeal of the Act by the Patents Act 57 of 1978, 

the / 
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the provisions of section 39 of the Act were still applicable -

see section 3(1)(d) of the 1978 Act. 

The application was opposed by the appellant, the 

holding company of a group of companies active throughout the 

Republic in the manufacturé and marketing of pharmaceutical 

products, as well as by Vita Pharmaceuticáls (Pty) Limited. 

After having heard argument,the Commissioner of Patents, 

VAN ZYL, J, found for the respondent and issued a new patent 

for a term of three years from 15 April 1986 (the date of his 

judgment), together with an appropriate order as to costs. 

The appellant noted an appeal to the Full Bench of the Transvaal 

Provincial Division. No appeal was noted by Vita Pharmaceu= 

ticals (Pty) Limited. The Full Bench (GOLDSTONE, KIRK-COHEN, 

JJ and / 
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JJ and MELAMET, AJ) dismissed the appeal, with costs, but 

amended the Commissioner's order to reflect the term of 

the new patent as three years and 236 days from 22 August 

1985. The 236 days represents the period from 22 August 

1985 to the date of the Commissioner's judgment, the Full 

Bench being of the view that the term of the new patent 

should commence from the date of expiry of the old patent. 

The present appeal is directed against the judgment and 

order of the Full Bench. The judgments of the Commissioner 

and the Full Bench are reported in 1986 BP 335 and 1986 BP 

691 respectively. 

The background / 
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The background to the respondents application is 

set out clearly and succinctly in the following passage from 

the judgment of the Commissioner:-

"The applicant has been engaged in research ín the 

field of penicillins for a considerable time. 

Prior to 1957 only two penicillins were commercially 

available and clinically used, namely penicillin G 

and penicillin V, which had varying effectiveness 

in combating certain bacteria. After the appli= 

cant had succeeded in isolating the nucleus of the 

penicillin molecule, known as '6-APA' (an abbrevia= 

tion of '6-aminopenicillanic acid'), it was esta= 

blished that, by coupling the nucleus with car= 

boxylic acids, an almost infinite variety of new 

penicillins: / 
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penicillins, known as semi-synthetic penicillins, 

could be produced. This resulted in the appli= 

cant's obtaining a 'master patent' covering these 

numerous semi-synthetic penicillins, the South 

African patent being obtained under the number 

59/3827 and being referred to as the '1959 Patent'. 

Further research led to the discovery of ampicillin, 

which was highly successful and justified a patent 

in addition to the 1959 patent, namely, in South 

Africa, patent no. 61/2128 (the '1961 patent'). 

Both the 1959 and 1961 patents expired in September 

1975. The next significant step in the research 

programme was the discovery of a group of compounds 

(numbering 9 or 6, depending on whether certain 

mixtures of compounds should be regarded as separate 

or not) which were particularly active against 

certain bacteria, known as Gram negative bacteria. 

These compounds,. described as the hydroxy deriva= 

tives of ampicillin, were subsequently protected 

by a further patent, registered in South Africa 

under no. 63/4795 (hereinafter referred to as the 

'1963 patent'). 

One of the compounds covered by the 1963 patent 

was amoxycillin, but the pharmaceutical world 

failed to realise its advantages over ampicillin 

from / 
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from the teaching contained in such patent. It was 

left to further research to disclose, in April 

1968, that the vital advantage of amoxycillin was 

its extensive quality of absorption from the human 

alimentary tract resulting in high blood levels within a short period of time. This gave rise 

to the application for the 1969 patent, presently under consideration, the gist of its claims being for 'a pharmaceutical composition adapted for oral. 

administration to human beings'. 

Although the 1963 patent did not specify the par= ticular invention relating to amoxycillin, it did, 

in fact, embrace it, so that an attempt by a 

competitor to introduce amoxycillin onto the South 

African market during 1975-1976 was successfully 

interdicted by virtue of the provisions of the 

1963 patent. At that stage an infringement 

action in respect of the 1969 patent was not possi= 

ble since the patent had not yet been granted." 

The infringement proceedings referred to culminated 

in the judgment of this Court reported as B-M Group (Pty) Ltd 

v Beecham Group Ltd 1980(4) SA 536 (A). Additional facts 

relevant / . 
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relevant to the present appeal are the following. The 

application for the 1969 patent was opposed by the B-M Group 

(Pty) Limited. This opposition delayed the grant of the 

1969 patent for many years. It was eventually granted on 

13 September 1982 when the B-M Group withdrew its opposition. 

Amoxycillin, under its trade name "Amoxil", was introduced 

onto the market in the Republic for the first time on 11 

October 1972 i.e. more than three years after the effective 

date of the 1969 patent. The failure to exploit amoxycillin 

commercially sooner was not attributable to any fault on the 

part of the respondent, nor to any inherent weakness or short= 

coming in the invention. The delay was caused by the need to 

conduct exhaustive pharmacological and clinical tests in order 

to / : 
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to enable the respondent to satisfy,not only itself, but 

also the regulatory authorities in the United Kingdom and 

the Republic, that amoxycillin was both effective and safe, 

and to obtain the necessary registration thereof. Amoxyciliin 

is a product of undoubted utility and merit, and has been a 

resounding commercial success ever since its introduction 

onto the market. Its sales have generated substantial pro= 

fits. In April 1979 the respondent applied for an extension 

of the term of the 1963 patent on the ground that it had 

derived inadequate remuneration therefrom. The need to do so 

arose from the fact that the grant of the 1969 patent was still 

being opposed, and the respondent was unable to assume that it 

would be granted. This application (i.e. for the extension of 

the / 
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the 1963 patent) was also opposed by the B-M Group. The 

upshot of the application was that the Commissioner (ELOFF, J) 

granted a new patent for a period of three years from 21 August 

1980, but limited the monopoly afforded by such new patent to 

amoxycillin. The judgment is reported sub nom Beecham Group 

Limited v Bristol-Myers Company and The B-M Group (Proprietary) 

Limited 1980 B P 508. The facts set out above are either. 

common cause or not in dispute for the purposes of the present 

appeal. There was no extension of the terms of either the 1963 

or the 1969 patents : both were re-issued as new patents. 

Nevertheless it will be convenient to refer to the re-issue of 

each as the extension thereof. 

One must not lose sight of the fact that the 1963 

and 1969 patents were separate and distinct patents. While 

the / 


