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The appellant in.this case is Television Radio Centre
{Proprietary) Limited ("Television") a South African company carrying
on business in Johannesburg as an importer: and distributor

of a variety of merchandise. This includes video cassette

recorders, which are the. articles with which this appeal is

concerned. The first respondent is Sony Kabushiki Kaishai
trading as Son? Corporation ("Sony"), a company registered
under the laws of qapan. Sony is a manufacturer and dis-
tributor of audio-visual equipment, including video cassette
recorders., It distributes its auwdio-visual goods in the
Republic of South Africa and certain adjacent territories .

through the agency of Tedelex Sound and Vision (Proprietary)

Limited ...



Limiﬁed {"Tedelex"), which is the second respondent in this
appea¥. Sony is the proprietor of the trade mark "Sony"
which is registered, pursuant t§ the Trade Marks Act, no 62
of 1963 ("the Act“}; in respect of a wide range of goods,
inclﬁdiﬂg viéeé cassette recorders. Tedelex is a régistered_
user qf.this trade mark in terms of the Act.
‘There are three televisicn signal systems in operation

throughout the world - the PAL system used inter alia in

parts of Europe and South Africa; the SECAM system used, for
example, in France, and the NTSC system used-principally
in the United States of America and Canada. The PAL system

is also not uniform, and there are differences between the

South African version and those respectively utilized in,
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for ins?ancé, the United Kingdom and West Germany. As a
resultlof these differences, television receivers or tuners
(i.e.; that part of television receiving equipment which
picks up thé televiéion signal) must be compatible with

the speciéié'télevision'system in use in a particular
country. - In other words, it is not sufficient that
a television tuner should be designed to receive the PAIL.
system of television: g tuner must in addition be designed
to receive a specific version of the PAL television system.

If designed for one version of the PAL system ‘it may how-
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ever be adapted to render it compatible with another version.
Thus, for example, a television tuner designed for use in

the United Kingdom oX West Germany may be adapted
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to méke it compatible with the South African version of the
PAL syétem._

video cassette recorders contain tuners by means Of.
which they receive the television broadcasts which they re-
ébfa.‘w_lt-foiibwslkhaé video1casse£te recdrde#s which'are
not designed specifically for the South African vefsion of
the PAL system would have to be adapted for use in this
country. I deal later with the nature of the alterations

which would be required for this purpose.

Sony manufactures its video cassette recorders in
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Japan specifically for the various markets served hy it.
Its trade mark is applied to the recorders at the time of

manufacture. To denote the market for which a recorder is

intended ......




intehded, Sony adds various letters as suffixes to the model
numbe#s. Thus the suffix UB indicates that the recorder was '
designed for the United Kingdom. The | model inteﬁded‘

for Western Europe would bear the suffix E, and that intend-

ed for South Africa the suffix SA. in exceptibnal circum-

stances Sony authorises Tedelex to adapt machines designed

.for use elsewhere so that they may be used in South Africa.

such adaptation is, however, strictly controlled and super-
vised by Sony.

In 1983 Scony and Tedelex became aware that Television
was lmporting and selling Sony vié;o cassette recorders.
These recorders were imported from the Far East, and were

models designed for use in the United Kingdom. Before sel-




ling the machines, Television had them adapted for use in
South Africa. sony and Tedelex objected to this conduct,
alleging that it not only constituted an infringement of

Sony's trade mark rights, but also amounted to passing off

agd-ﬁﬁlaﬁfui céméetition vis-a-vis both Sony ahd Tedeléx;
' A .
Subsequent events, which I need not detail, caused the com-
plaints of passing off and unlawful competition. to be no.
longer in issue between the parties. The same applies to
a further complaint that Television had infringed the copy-
right in the operating instructions which Television had
supplied to purchasers of Sony ;;deo cassette recorders scld
by it. In application p;oceedings instituted by Sony and

Tedelex in the Transvaal Provincial Division against Tele-

Vision ... ieieaa..




vision, the only remaining disputed issue was that of alleged
trade mark infringement.  The court a quo decided this is-
sue in favour of Sony and Tedelex, the applicants in that

court. The material orders granted by the court (M J

STRYDOM AJ) read as follows:

"1 The respéndent, its servants and agents,

are interdicted from infringing the rights
- of the first applicant in its registered

trade marks Nos 61 /0167 SONY and 80/3855%5
SONY by using either of them in relation
to video cassette recorders which are
not designed and supplied by the first
applicant for use in the Republic of
South Africa and which are adapted for
use in the Republic of South Africa by
a party other than the first appiicant
or its duly authorised agents (such video
cassette recorders hereinafter referred

to as "infringing goods")
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2 the respondent; its servants and agents
are interdicted from infringing the rights
of the first applicant in its registered
trade marks Nos 61/0167 SONY and 80/3855
SONY by using them in relation to
ihfringing goods without the authority

of the first applicant®

Fﬁ?tﬁer ordegsﬁérggled by the éourf were éither con-—
sequential on the above, or were not in dispute on appeal.
With the leave of the court a guo Television now comes on
appeal to this court.

As I have indicated, the only remaining dispute be-
tween the parties relates to the alleged infringeyent of
Sony's trade mark.' The partiegj contentions in this regard

require a consideration of sec. 44{1) of the Act. This

section, in so far as it is relevant, reads as follows:







